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Tue O. & W. THum Company v. AtBert G. DickINson; 
Same v. Tue A. K. AcKERMAN CoMPANY 


United States Circuit Court of Appeals, Sixth Circuit 
Decided August 1, 1917 


Trape-Marks AND Trape-NaMES—INFRINGEMENT. 

In a suit for trade-mark infringement, the larger features of re- 
semblance between the conflicting marks, rather tian the subor- 
dinate points of difference, must control. A mark, the principal 
features of which are one full and two fractional ellipses disposed 
lengthwise of the sheet and terminating in a Maltese cross, with the 
device of a fly appearing one above and one below either end of the 
fractional ellipse, is an infringement of a mark consisting essentially 
of one whole and two fractional ellipses, similarly disposed, with four 
circles appearing one above and one below the adjacent parts re- 
spectively of the complete ellipse and each fractional ellipse, the whole 
having a border resembling a scroll, with the device of a bow-knot at 
each end of the major and minor axes of the complete ellipse. 
TrapE-Marks — INFRINGEMENT — INTENT— SIMILARITY IN PRINTED 

MATTER ON LABELs. 

To maintain the charge of infringement of a trade-mark, it is not 
necessary to prove a distinct intent on the part of the infringer, as 
the fact of infringement alone is controlling. Where the names and 
directions printed on the labels are noticeably similar in meaning, they 
may contribute to the general similarity of the two marks, especially 
when the name of defendant does not appear on his label. 

3. Trape-Marks AND Lapers—Unrarnr Competition—Evinence—SiM1- 

LARITY IN Minor Detarts. 

When the first user has by a particular trade dress identified his 
product as his own, a subsequent user may not adopt any part of 
such dress without effectively distinguishing his own arrangement there- 
from. It is not necessary to prove intent by direct evidence, where it 
is clearly to be inferred from circumstances. Where the defendant 
has gradually built up his label and trade dress by repeated borrow- 
ings from plaintiff’s label, with only slight changes, the intent to de- 
ceive is plain and the plaintiff is entitled to relief. 

Unrair Competirion—Lacues—VIoLaTion oF Anti-Trust Laws. 

In a suit for unfair competition, the defendant can not base his 
defense on an alleged violation of the anti-trust laws by the plaintiff, 
nor does laches on the part of the plaintiff bar him from ultimate 
relief, when, after a period of apparent acquiescence, he acts to de- 
fend his rights. 

Unrarr Competirion—Use or Geocrapuicat Term as Part or Trave- 

NaME—INJUNCTION. 

Where plaintiff's product had become known to purchasers as 
“Grand Rapids Sticky Fly Paper” prior to the establishment of a 
similar business at the same place by one defendant, the other de- 
fendant should be restrained from selling the former’s product under 
the trade-name “Grand Rapids Sticky Fly Paper Co.,” without un- 
mistakably differentiating it from that of plaintiff. 
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In equity. On appeal from the decision of the U. S. District 
Court for the Western District of Michigan. Decree reversed. 


For opinion of the court below see 7 T. M. Rep., p. 494. 
Chappell & Earl, of Kalamazoo, for plaintiff. 


Before Warrinaton, Circuit Judge, and Cocuran and Hot- 
LISTER, District Judges. 


Warrineton, Circuit Judge: June 11, 1914, the O. & W. 
Thum Company, a Michigan corporation, brought suit in the United 
States District Court for the Western District of Michigan, South 
ern Division, against Albert G. Dickinson, a citizen and resident 
of Grand Rapids, Michigan, to enjoin his alleged infringement 
of a registered trade-mark; and on July 14th following, the same 
company commenced suit in the United States District Court for 
the Northern District of Ohio, Eastern Division, against the A. K. 
Ackerman Company, an Ohio corporation, to enjoin its alleged in- 
fringement of the same trade-mark and also for unfair competition. 
The defendants answered and the two cases were heard together 
and decided upon the evidence so presented; and a decree was en- 
tered in each case dismissing the bill with costs. The Thum Com- 
pany appeals from each decree. 

The two bills of complaint are in the main similar in aver- 
ment and in relief sought as to alleged infringement of trade-mark ; 
the chief differences in averment relate, in the Dickinson suit, to 
certain alleged conduct of defendant Dickinson, and in the Acker- 
man suit, to acts alleged in respect of that company as a broker 
engaged in the sale of Dickinson’s products, while injunctive relief 
additional to that sought to restrain infringement is prayed in the 
Ackerman suit respecting certain acts charged in the bill as con- 
stituting unfair competition. The plaintiff and defendant in the 
first case are rivals in the manufacture and sale of sticky fly-paper; 
and the plaintiff and defendant in the second case are rivals in the 
sale of such paper. The defendant in the second case handles and 
sells only such paper as the defendant Dickinson produces, though 


by no means all; and this includes sheets of fly-paper, cartons, and 
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eases, such as Dickinson causes to be placed upon the market. If 
we ascertain, then, what the two main rivals, plaintiff and defendant 
in the first suit, have done and are doing in this line of business, we 
shall at the same time learn substantially all that is done by the 
Ackerman Company. 

The plaintiff's predecessors began the manufacture of sticky 
fly-paper about 1883 at Grand Rapids, Michigan, and the business 
has ever since been continued in that city by such predecessors and 
the plaintiff. The defendant Dickinson, through a corporation, 
began the same business in Grand Rapids in 1902, and (through that 
corporation and another and later individually) he has been engaged 
in this business since that time. The business of the Thum Com- 
pany and that of defendant have been developed into large pro- 
portions, extending throughout this country and into foreign coun- 
tries. The evidence has taken a wide range, and has brought out 
a number of controversies which so far as necessary will be noticed 
as we progress. 

I. Infringement of trade-mark. The Thum Company has 
several registered trade-marks. The particular mark which is 
claimed to be infringed is No. 57,567, entitled ‘““Trade-mark for 
Sticky Fly-Paper,” and was registered November 13, 1906. The 
following appears in the statement found in the certificate of regis- 
tration: “The trade-mark has been continuously used in the business 
of said corporation by it and its predecessors, from whom it derived 
title, since January, 1888, * * * and the particular description of 
goods * * * upon which the said trade-mark is used is sticky fly- 
paper.” And in the verified declaration it is stated that the trade- 
mark had been in actual use as a trade-mark of applicant or its 
predecessors “for ten years next preceding the passage of the Act 
of February, 1905, and that to the best of his (affiant’s) knowledge 
and belief, such use has been exclusive.” Neither of these state- 
ments nor the validity of the trade-mark is questioned. 

The trade-mark so registered consists of an assemblage of 
figures shown in black ink and arranged as follows: (a) one full 


ellipse, centrally located, and near each end of its major axis a 


fractional ellipse, all arranged in succession, with their major axes 
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extending lengthwise of the sheet on which the figures are dis- 
played; (b) four circles disposed thus, one above and one below 
the adjacent parts respectively of the complete ellipse and each 
fractional ellipse; (c) the borders of the ellipses and circles may 
be said to be in the form of a scroll, the several borders having 
four figures each resembling a bow-knot, one at each end of the 
major and minor axes of the complete ellipse, and, so far as shown, 
of each fractional ellipse, and also at points equidistant upon the 
periphery of each circle. 

According to one of defendant Dickinson’s exhibits he made 
application to register a trade-mark in 1914, consisting of one full 
and two fractional elliptical figures, which so far as shown are so 
nearly true ellipses that they may fairly be called one full ellipse 
and two fractional ellipses, with their major axes disposed length- 
wise of the sheet. Their borders are in single lines and terminate 
at each end of the major axes in what seems to be a Maltese cross. 
A panel bordered in single line is disposed centrally within each 
main and fractional ellipse. Four sketches of flies in enlarged 
scale are disposed similarly to the four circles of plaintiff's trade- 
mark. The defendant’s entire mark, as it was used throughout 
1914 and as it has been since, is shown in black ink. 

The statement accompanying defendant’s application contains 
the following: “The trade-mark has been continuously used in my 
business and in the business of my predecessor, the Grand Rapids 
Sticky Fly Paper Company, of Grand Rapids, Michigan, * * * 
since 1904.” Defendant offered testimony to show that this ap- 
plication was practically allowed August 31, 1914, which as we 
have seen was after the instant suits were begun. Attention, how- 
ever, has been called to a decision of the Court of Appeals of the 
District of Columbia rendered April 2, 1917, in a case between the 
parties to the first of the present suits, in which the decision of 
the Commissioner of Patents allowing the defendant Dickinson's 
application was reversed. [7 T. M. Rep. 283]. Judge Robb, in 
announcing the opinion, said of the two marks here in question: 


“Comparing the two marks we can not escape the conviction that 
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there has been a studied attempt on the part of the applicant to 
put on the market a fly-paper closely resembling that of opposer.” 

In the practical use that has been made of these two marks 
certain matter has been displayed upon them to which attention 
should be called. Within the full ellipse and fractional ellipses 
of plaintiff's mark the word “Tanglefoot” has been carried, which 
in itself is a trade-mark and was registered by plaintiff, in con- 
nection with other matter, December 11, 1894, No. 25,660, and was 
registered separately, in special style of type, November 13, 1906, 
No. 57,566. The validity of this mark is not in dispute. Within 
the four circles of plaintiff's mark the following appears: (a) “In 
cool weather warm slightly before opening”; (b) “Catches the germ 
as well as the fly’; (c) “Pat. in the United States and Canada 
trade-mark registered’; (d) “Ask for Tanglefoot, it is the best fly 
destroyer.” Beneath the complete ellipse it is stated: “Made by 
the O. & W. Thum Co., Grand Rapids, Mich., U. S. A., and Walker- 
ville, Ont., Canada.” 

The word “Sticky” is displayed within the complete and frac- 
tional ellipses of defendant, though only the ends of the four in- 
terior letters appear above and below the panels before mentioned, 
and upon each panel it is stated: ‘““The best fly paper, kills fly and 
germ, not poisonous.”’ The letters of “Sticky,” so far as shown, 
are in form similar to those of ““Tanglefoot.’’ The following ap- 
pears immediately above the main ellipse: “Open slowly, if paper 
tears, warm slightly,” and immediately below: “Grand Rapids 
Sticky Fly Paper Co., Grand Rapids, Mich., U. S. A.” 

Now whether we consider these two marks according to their 
respective forms alone or in connection with the accompanying 
matter of each, we fail to discover any reason for the resemblances 
brought about, unless the purpose was to imitate. The main figures 
of each are elliptical in form and disposed alike upon the sheets 
bearing the marks. The four circles of plaintiff's mark and the 
four flies of defendant’s mark are positioned alike with reference 
to the complete and fractional ellipses. The test is to be found in 
the ensemble. If, for instance, an ordinary view is taken of all the 
parts together of each mark, so that each part is considered in 
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relation to the whole, a substantial resemblance is apparent. It is 
in chis way, since it is the natural way, that effective impressions of 
users are acquired; and the tendency to confuse one mark with the 
other when either is seen separately must be evident as respects the 
average purchasing user. The tendency here to confuse ultimate 
users, indeed to enable the palming off of defendant’s goods as those 
of plaintiff, is made more certain and continuous by the fact that 
the marks of plaintiff and defendant respectively are exposed on 
both sides of every sheet of sticky fly-paper put out by either; 
and thus in dealings between retailers and ultimate users these 
marks necessarily come to the view of such users both before their 
purchases and afterwards. It is to be observed, moreover, that in 
testing the charge of infringement, as well as that of unfair com- 
petition, consideration must be given to the question whether the 


resemblances so far dominate the differences as to be likely to 


deceive ordinary purchasers; and the purchasers most to be con- 
sidered are the ultimate users rather than jobbers and retailers, 
since they, like all middlemen, are interested in and have the means 
of identifying the manufacturers of the goods they purchase. 
(W. A. Gaines & Co. v. Turner-Looker Co., 204 Fed. 553, 556- 

C. C. A. 6 [3 T. M. Rep. 311]; Coca Cola Co. v. Gay-Ola Co., 200 
Fed. 720, 723—C. C. A. 6 [3 T. M. Rep. 1]; Royal Baking Powder 
Co. v. Royal, 122 Fed. 337, 345—C. C. A. 6; Singer Manufactur- 
ing Co. v. Wilson, 2 Ch. D. 434, 442; Singer Manufacturing Co. v. 
Loog, 18 Ch. D. 395, 412; Celluloid Manuf. Co. v. Cellonite Manuf. 
Co., 32 Fed. 94, 97, per Mr. Justice Bradley on the circuit; 
G. Heileman Brewing Co. v. Independent Brewing Co., 191 Fed. 
489, 497—C. C. A. 9 [2 T. M. Rep. 47]; Improved Fig Syrup Co. 
v. California Fig Syrup Co., 54 Fed. 175, 178—C. C. A. 9; Liggett 
& Myer Tobacco Co. v. Hynes, 20 Fed. 883, 885—D. C.; Lawrence 
Manuf. Co. v. Lowell Hosiery Mills, 129 Mass. 325, 328; L. E. 
Waterman Co. v. Standard Drug Co., 202 Fed. 167, 171, and cita- 
tions—C. C. A. 6 [3 T. M. Rep. 120] Samson Cordage Works v. 
Puritan Cordage Mills, 211 Fed. 603, 610—C. C. A. 6[4 T. M. Rep. 
225|; L. E. Waterman Co. v. Modern Pen Co., 193 Fed. 242, 247 
[2 T. M. Rep. 115], D.C., per Judge Learned Hand, modified 197 
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Fed. 534, 5836—C. C. A. 2 [2 T. M. Rep. 249], affirmed as modified, 
235 U. S. 88 [5 T. M. Rep. 1]). Why, out of the exhaustless variety 
of geometric figures and of methods of grouping, should the defend- 
ant Dickinson have adopted figures and grouping substantially like 
those of plaintiff's mark? A purpose to appropriate a trade-mark in 
substantial part could scarcely be more manifest. A feature kindred 
to this appears in a matter of color and to which we have not thus 
far alluded. Until the manufacturing season of 1912-1913 de- 
fendant Dickinson displayed his main ellipse and fractional ellipses, 
together with the panel and printed matter thereon, in red ink. He 
then began to change the color to black, and in 1914, and since, has 
printed his mark wholly in black ink. The excuse given for this 
change is one of expense, though it is not shown that some color 
other than black might not have been adopted with reasonable 
economy; and, apart from the bearing this change has in the other 
case upon the question of unfair competition, it also tends to sup- 
port the charge of infringement, since it extends and emphasizes 
the resemblances between the two marks. True, the ellipses differ 
in dimensions and in borders, the ellipses of the plaintiff being 
greater in minor axes though less in major axes than those of the 
defendant; and, of course, the four circles of the former are not 
the four flies of the latter; yet the similarity of the main figures, 
and especially in the entire arrangement, rather than the differences 


mentioned, is likely to be kept in mind by the average user. The 


larger features of resemblance instead of the subordinate points of 
difference must control. As this court said in De Voe Snuff Co. v. 
Wolff, (206 Fed. 420, 423 [5 T. M. Rep. 433]), speaking by Judge 
Knappen: 


* * 


it is not necessary, to constitute infringement, that every ele- 
ment of a trade-mark be appropriated, nor that the trade-mark be com- 
pletely copied. A proper test is whether, taking into account the re- 
semblances and differences, the former are so marked that the ordinary 
purchaser is likely to be deceived thereby.” 


In Singer Manufacturing Co. v. Wilson, supra, Sir George 
Jessel said (at p. 442): 











476 SEVEN TRADE-MARK REPORTER 


“A trade-mark, to be taken, need not be exactly copied; it need not 
be copied even with slight variations; but it must be a substantial portion 
of the trade-mark.” 


(W. A. Gaines & Co. v. Turner-Looker Co., supra [at p. 556] ; 
Ohio Baking Co. v. National Biscuit Co., 127 Fed. 116, 120—C. C. 
A. 6; Layton Pure Food Co. v. Church & Dwight Co., 182 Fed. 24, 
35—C. C. A. 8; Kostering v. Seattle Brewing & Malting Co., 116 
Fed. 620, 621—C. C. A. 9; “Singer” Machine Manufacturers v. 
Wilson, 8 App. Cas. 376, 394, bot.; The Upper Assam Tea Co. v. 
Herbert & Co., 7 Eng. Patent, Design and Trade-Mark Cases, 183, 
186; Edelsten v. Edelsten, 7 L. T. Rep. [N. S.] 786, 769; McLean 
v. Fleming, 96 U. S. 245, 251, 253, 255), Mr. Justice Clifford say- 
ing, at p. 256: 

“Two trade-marks are the same in legal contemplation if the re- 
semblance is such as to deceive the ordinary purchaser giving such atten- 


tion to the same as such a purchaser usually gives, and to cause him to 
purchase the one supposing it to be the other.” 


It is not necessary to the maintenance of a charge of infringe- 
ment of a trade-mark to prove a distinct intent on the part of the 
infringer; it is the fact of infringement and the consequent inva- 
sion of the good-will and business of the owner of the mark that is 
controlling; the intent will be presumed. (De Voe Snuff Co. v. 
Wolff, supra [at p. 424]; McLean v. Fleming, supra [at pp. 253-4| ; 
Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 525, 549; 
Samson Cordage Works v. Puritan Cordage Mills, supra {at p. 
608]; W. A. Gaines & Co. v. Turner-Looker Co., supra [at p. 556] ; 
Hygeia Distilled Water Co. v. Consolidated Ice Co., 144 Fed. 139, 
141-2, D. C., opinion by present Circuit Judge Buffington; Hutchin- 
son, Pierce & Co. v. Loewy, 163 Fed. 42—C. C. A. 2; Layton Pure 
Food Co. v. Church & Dwight Co., supra [at p. 33]; “Singer” 
Machine Manufrs. v. Wilson, 3 App. Cas. 376, 391). 

As regards the words and names carried on the fly sheets of 
the respective parties, we do not understand it to be claimed that 
they alone are of controlling importance upon the question of in- 
fringement; they of course are pertinent to the question of unfair 
competition. There is here a degree of similarity, however, which 





not 
ion 


an 





THE 0. & W. THUM CO. V. ALBERT G, DICKINSON, ET AL. 477 


contributes to the resemblances found in the two marks. This will 
be seen by comparison of some of the words already pointed out. 
For example, it is stated on one of the circles of plaintiff's mark: 
“In cool weather, warm slightly before opening,” while it is stated 
immediately above the main ellipse of defendant’s mark: “Open 
slowly, if paper tears warm slightly.” Again, on _ plaintiff's 
“Catches the germ as well as the fly,” and upon the panels of de- 
fendant’s ellipses: “The best fly-paper, kills fly and germ, not 
poisonous.” Nor would the ordinary purchasing user, when de- 
siring to purchase an article as well known as sticky fly-paper, 
discriminate between the prominent words carried within the ellipses 
of the respective marks, the plaintiff using “Tanglefoot” and the 
defendant Dickinson, “Sticky’’; and the same thing is true, we 
think, as to the names shown on the marks. The plaintiff's name 
there appears as the maker of the article, while the defendant 
Dickinson’s name is not shown at all on his mark, but only the name 
under which he conducts his business—Grand Rapids Sticky Fly 
Paper Co.; and it is plain that if the defendant’s mark is not cal- 
culated to distinguish his sticky fly-paper from that of plaintiff, 
the name under which he conducts his business would afford but 
slight, if any, aid in this respect. 

Upon the whole, we conclude that defendant’s mark infringes 
the trade-mark of plaintiff. 

II. The Ackerman Company case: infringement and unfair 
competition. ‘The registered trade-mark involved here is the same 
as that passed on in the first suit; and the holding of infringement 
there must result in a like ruling here. We have seen that diversity 
of citizenship exists in this case; and although the bill alleges and 
seeks relief from both infringement and unfair competition, there 
is no reason why such causes of action may not be joined. (Samson 
Cordage Works v. Puritan Cordage Mills, supra, 211 Fed. at 608-9, 
and citations—C. C. A. 6 [4 T. M. Rep. 225]); indeed, this is in 
effect admitted. The issue of unfair competition embraces a variety 
of subjects. These subjects may be conveniently grouped under the 
complaint that the Ackerman Company receives and disposes of the 


Dickinson fly-paper in cases, cartons and sheets substantially like 
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“A trade-mark, to be taken, need not be exactly copied; it need not 
be copied even with slight variations; but it must be a substantial portion 
of the trade-mark.” 


(W. A. Gaines & Co. v. Turner-Looker Co., supra [at p. 556| ; 
Ohio Baking Co. v. National Biscuit Co., 127 Fed. 116, 120—C. C. 
A. 6; Layton Pure Food Co. v. Church & Dwight Co., 182 Fed. 24, 
35—C. C. A. 8; Kostering v. Seattle Brewing & Malting Co., 116 
Fed. 620, 621—C. C. A. 9; “Singer” Machine Manufacturers v. 
Wilson, 3 App. Cas. 376, 394, bot.; The Upper Assam Tea Co. v. 
Herbert & Co., 7 Eng. Patent, Design and Trade-Mark Cases, 183, 
186; Edelsten v. Edelsten, 7 L. T. Rep. [N. S.] 786, 769; McLean 
v. Fleming, 96 U. S. 245, 251, 253, 255), Mr. Justice Clifford say- 
ing, at p. 256: 

“Two trade-marks are the same in legal contemplation if the re- 
semblance is such as to deceive the ordinary purchaser giving such atten- 


tion to the same as such a purchaser usually gives, and to cause him to 
purchase the one supposing it to be the other.” 


It is not necessary to the maintenance of a charge of infringe- 
ment of a trade-mark to prove a distinct intent on the part of the 
infringer; it is the fact of infringement and the consequent inva- 
sion of the good-will and business of the owner of the mark that is 
controlling; the intent will be presumed. (De Voe Snuff Co. v. 
Wolff, supra [at p. 424]; McLean v. Fleming, supra [at pp. 253-4 ; 
Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 525, 549; 
Samson Cordage Works v. Puritan Cordage Mills, supra |at p. 
608]; W. A. Gaines & Co. v. Turner-Looker Co., supra [at p. 556] ; 
Hygeia Distilled Water Co. v. Consolidated Ice Co., 144 Fed. 139, 
141-2, D. C., opinion by present Circuit Judge Buffington; Hutchin- 
son, Pierce & Co. v. Loewy, 163 Fed. 42—C. C. A. 2; Layton Pure 
Food Co. v. Church & Dwight Co., supra [at p. 33]; “Singer” 
Machine Manufrs. v. Wilson, 3 App. Cas. 376, 391). 

As regards the words and names carried on the fly sheets of 
the respective parties, we do not understand it to be claimed that 
they alone are of controlling importance upon the question of in- 
fringement; they of course are pertinent to the question of unfair 
competition. There is here a degree of similarity, however, which 
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contributes to the resemblances found in the two marks. This will 
be seen by comparison of some of the words already pointed out. 
For example, it is stated on one of the circles of plaintiff's mark: 
“In cool weather, warm slightly before opening,” while it is stated 
immediately above the main ellipse of defendant’s mark: “Open 
slowly, if paper tears warm slightly.” Again, on plaintiff's 
“Catches the germ as well as the fly,’ and upon the panels of de- 
fendant’s ellipses: ““The best fly-paper, kills fly and germ, not 
poisonous.” Nor would the ordinary purchasing user, when de- 
siring to purchase an article as well known as sticky fly-paper, 
discriminate between the prominent words carried within the ellipses 
of the respective marks, the plaintiff using “Tanglefoot” and the 
defendant Dickinson, “Sticky”; and the same thing is true, we 
think, as to the names shown on the marks. The plaintiff's name 
there appears as the maker of the article, while the defendant 
Dickinson’s name is not shown at all on his mark, but only the name 
under which he conducts his business—Grand Rapids Sticky Fly 
Paper Co.; and it is plain that if the defendant’s mark is not cal- 
culated to distinguish his sticky fly-paper from that of plaintiff, 
the name under which he conducts his business would afford but 
slight, if any, aid in this respect. 

Upon the whole, we conclude that defendant’s mark infringes 
the trade-mark of plaintiff. 

Il. The Ackerman Company case: infringement and unfair 
competition. ‘The registered trade-mark involved here is the same 
as that passed on in the first suit; and the holding of infringement 
there must result in a like ruling here. We have seen that diversity 
of citizenship exists in this case; and although the bill alleges and 
seeks relief from both infringement and unfair competition, there 
is no reason why such causes of action may not be joined. (Samson 
Cordage Works v. Puritan Cordage Mills, supra, 211 Fed. at 608-9, 
and citations—C. C. A. 6 [4 T. M. Rep. 225]); indeed, this is in 
effect admitted. The issue of unfair competition embraces a variety 
of subjects. These subjects may be conveniently grouped under the 
complaint that the Ackerman Company receives and disposes of the 


Dickinson fly-paper in cases, cartons and sheets substantially like 





478 SEVEN TRADE-MARK REPORTER 


those of plaintiff. As we understand the testimony of Morris Acker- 
man, vice-president of the Ackerman Company, that company had 
been selling the product of Dickinson and his predecessor for some 
ten years prior to 1914; true, Ackerman states that his company had 
been representing the Grand Rapids Sticky Fly Paper Company for 
that time; but while a corporation by that name was formed by 
Dickinson in 1904, and the business was conducted by it for a 
time, yet the corporation was suffered to “lapse” (as Dickinson 
states) shortly thereafter, and the business was taken over by Dick- 
inson and has ever since been conducted by him under the name of 
that company. We may therefore look into the evidence concern- 
ing the Dickinson packages and their contents during the period that 
the Ackerman Company has been handling them. 

The evidence, as a whole, clearly shows that at the time the 
Ackerman suit was commenced the cases, cartons and sheets of fly- 
paper put out by Dickinson and handled by the Ackerman Company 
were in many respects identical with those of the plaintiff. Com- 
paring these articles of plaintiff with those of defendants: (a) the 
cases (wooden boxes) are of the same dimensions, seemingly of 
the same kind of wood, and made and inclosed in the same way; and 
some of them bear close resemblance also in their external dress. 
For the purpose of showing distinct resemblances we may refer to 
two of the cases in evidence, one of plaintiff and the other of de- 
fendant. First, as to the top of each: The words “This side up” 
are shown in black letters within a parallelogram defined by black 
lines; at the left of the figure are the words, in red, “Keep Dry,’ 
displayed on plaintiff's within a half-circle in black outlines, and 
on defendant’s within a rectangle in black outlines, and at the right 
the words, in red, “Never store in basement,” shown on both within 
a rectangle defined by black outlines; and beneath these devices 
similar space is preserved for the consignee’s address. Second, as 
to the sides of each: Within corresponding parallelograms defined 
by double black lines certain words and names appear which, thougli 
differing in themselves, are so arranged and colored as to present 
remarkable similarity; thus “Tanglefoot” on the one and “Grand 


Rapids” on the other are shown in red letters along the length and 
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upper portion of the respective parallelograms, but with the first 
and last letters of “Tanglefoot” and of the name “Grand Rapids” 
enlarged so as to extend across nearly the entire width of the 
parallelogram; underneath the short letters of “Tanglefoot” and 
within the main parallelogram is another similar though much 
smaller figure in black outlines with a scroll bracket at each end, 
and within this figure is carried in black letters the name of plain- 
tiff and in red letters its place of business; while immediately under 
the short letters of “Grand Rapids’ (on defendant’s case) appears 
in red letters “ ‘Sticky’ Fly Paper,’ and underneath, within a 
parallelogram much smaller than and contained in the main one, 
appears in black letters “G. R. Sticky Fly Paper Co.,” and in red 
letters Dickinson’s place of business. Third, as to the ends of 
each: quite similar border scroll work is imprinted in black on 
one end of each of these cases; within the scroll work is carried in 
black letters on plaintiff's, “Tanglefoot,” and on Dickinson’s “Grand 
Rapids”; there appears on both in red “10 Boxes 250 Double 
Sheets”; likewise in red, “Keep Dry”; also in red on plaintiff's 
“Fly Paper,” and on Dickinson’s, “Sticky Fly Paper.” It is to 
be noticed that included within the language so displayed on de- 
fendant’s case, another and different name for defendant’s product 
is shown on both sides and one end of the case, to wit, “Grand 
Rapids Sticky Fly Paper.” The significance of this will be appre- 
ciated when it is recalled that defendant Dickinson does business 
under the name Grand Rapids Sticky Fly Paper Co., and that both 
plaintiff and Dickinson manufacture sticky fly-paper at Grand 
Rapids; in other words, “Grand Rapids Sticky Fly Paper” is quite 
as descriptive of plaintiff’s fly-paper as of defendant’s. This case 
was put on the market in 1914. Other cases of the respective par- 
ties are in evidence; but the objections made to defendant’s other 
cases are not so much in matters of resemblance in colors and ar- 
rangement, as in the use of certain words and pictures, as, for 
example, “Sticky” and pictures in greatly enlarged scale of flies, 
concerning which something will be said later. 


Turning now to a comparison of the cartons used by the plain- 
tiff and the defendants: (b) they are of the same size, and, seem- 
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ingly, of the same material; they are adjusted in length and width 
so as to admit of convenient packing in the cases, and each contains 
twenty-five double sheets of fly-paper. Other features of resem- 
blance are found on the face and edges of each carton lid. On the 
face these words appear in black, “25 double sheets,” “Fly Paper.’ 
“Keep Dry’; on both side edges of plaintiff's “Do not stand on 
edge’; on one side edge and on one end edge of defendant’s “Do 
not stand on edge’; on one end edge of plaintiff’s ‘““Keep very dry”’; 
on one end edge of defendant’s “Keep very dry,” and on one sid: 
edge of defendant’s, “Do not place in basement.” The differences 
on the tops of the lids are as follows: on plaintiff's, additional to 
what has already been pointed out, the word “Tanglefoot” is shown 
in prominent black letters across a circle containing a cut designed 
to represent the rising sun, and upon a peripheral border of the 
circle the name of plaintiff and its places of business at Grand 
Rapids, Mich., and Walkerville, Canada, all centrally located ; while 
on the defendant’s appear the name under which Dickinson conducts 
his business—‘‘Grand Rapids Sticky Fly Paper Co.”—and his place 
of business, “Grand Rapids, Mich.,” with the word “Sticky” promi- 
nently displayed in red and a panel thereon bearing the words “The 
best fly-paper, catches fly and germ, is not poisonous,’ and also 
sketches of two flies in greatly enlarged scale imprinted on the 
carton with eyes in red, with bodies shading from black into red 
and wings from red into white, and all centrally located. The 
bottom of plaintiff's carton is blank, while that of defendant carries 
a number of pictures and words. 

Coming to a comparison of the fly sheets put out by the plain- 
tiff and the defendants: (c) they are of the same size* and of the 


color of manilla paper, though there is a controversy as to their 
relative qualities; they are double sheets and held together until 


used (1) by the sticky matter spread over their interior faces so as 


to leave a border of more or less depth from their edges, and (2) 
by adhesive matter placed upon such border for the purpose of 
preventing escape of the sticky matter; and, as pointed out in the 


* There is an exception to this which should be noticed. Plaintiff seems 
to use a smaller sheet than this though only in its export traffic. 
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infringement case, the plaintiff imprints its registered trade-mark 
and the defendant Dickinson his mark, on both the outside and 
inside faces of their respective double sheets. What was said of 
these marks in the infringement case should be remembered here. 
Now, it is to be observed of the resemblances above pointed 
out that they did not all occur at one time. The evidence is con- 
vincing that the defendant Dickinson adopted a progressive course. 
There is, however, an exception to this. It is the identity in sizes. 
It is shown that the fly sheet of plaintiff is the same in size as that 
of other and older manufacturers of fly-paper. From this it is 
contended that defendant had the right to use the same sized sheet; 
and that this right operated to fix the size alike of the cartons and 
the cases; in other words, that the sizes arose from the necessities 
of this situation. Plaintiff's type of fly sheet (so far as used in this 
country) is 9 by 15% inches. It is shown that fly sheets differing 
materially in dimensions from plaintiff's have been used in this 


country. The fault, then, in defendant’s contention as to necessity 


for like sizes is to be found in his voluntary selection of a fly sheet 


exactly the size of plaintiff's. We do not mean by this to intimate 
that plaintiff has an exclusive right to the sizes of its fly sheet and 
packages; on the contrary, we think it has not. Granting the right, 
however, in defendant Dickinson to select the same sizes as those of 
plaintiff, it is perfectly clear that he must exercise the privilege so 
as not wrongfully to interfere with plaintiff's continued exercise of 
the same right. Wotherspoon v. Currie—Glenfield Starch Case— 
5 Eng. & Irish App. 508, 514. What must challenge attention here 
is that the sizes of plaintiff's case, carton and fly sheet, constitute 
part of the details which go to make up its trade packages and the 
dress in which it had been accustomed to place them on the market. 
It will not do for a subsequent maker of a product like that of the 
first user to segregate the details of the earlier trade packages and 
dress and then, on the theory that the first user does not possess an 
exclusive right to them separately, appropriate them in whole or in 
substantial part by piece-meal; and yet this is the theory on which 
the defendant Dickinson’s claims are for the most part bottomed. 


This ignores the first user’s grouping of parts, of details, for the 
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very purpose of denoting the origin of his product; it is through 
such distinctive characteristics, considered in a unitary way, that 
the first user and the public can be protected against confusion and 
deception as to his product. Wherever, then, the first user. has 
through a particular trade dress, as here, so identified his product 
as to indicate that it is his, every principle of fair dealing, fair com 
petition, forbids any subsequent user of the same product to adopt 
any part of the first user’s dress without otherwise effectively dis 
tinguishing his dress from that of the first user. We may observe, 
in this connection, that the facts of the instant case plainly dis- 
tinguish it from the decision of this court in Globe-Wernicke Co. v. 
Fred Macey Co., 119 Fed. 696, 703, and relied on here. The Globe- 
Wernicke Company had depended on a patent, which proved to be 
void, to safeguard its claimed exclusive right to manufacture its 
product, instead of relying on a particular trade dress or trade- 
mark to denote the origin of its product; and this distinction is 
recognized in the opinion itself. It results that by adopting and 
persisting in the use of plaintiff’s sizes of packages and fly sheet 
defendant Dickinson incurred and still rests under an obligation 
at least to avoid still further and material similarity through the 
dress applied to his packages. It is hard to see that defendants 
have observed any such rule. 

Turning attention again to the progressive course pursued by 
the defendant Dickinson, but few illustrations are necessary to 
make this clear. One is found in the external dress of his cases of 
1914. Prior to that year the dress of defendant’s cases, although 
changed from time to time, was not in either color or arrangement, 
as already pointed out, particularly objectionable; but a distinct 
change was made in the dress for that year. We have just de- 
scribed this dress by comparison with that of one of the cases of 
plaintiff ; and we need only to refer to what was there said in order 
to show the resemblances introduced through the advance then made 
in defendant’s dress. The particular case of plaintiff with which 
such comparison was made had been used by it before and during 
the year 1913. The plaintiff, it is true, made some changes in the 
dress of its case for 1914; but they are of minor character and do 
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not operate to alter the striking resemblances of the dress, whether 
the comparison be made with respect to plaintiff's dress of 1913 or 
1914. 

As to the cartons, apt illustration of defendant’s encroachment 
by degrees upon plaintiff's carton is found in the identity of the 
language in terms already shown to be displayed on the edges of 
the carton lids. This identity could not have been the result of 
either accident or necessity ; it must have come about through design. 
It was shown that before 1909 there was some difference between 
the words employed by the respective parties; as, for instance, 
plaintiff's directions were: “Do not stand on edge’; “Keep very 
dry”; but in the year named defendant changed his directions and 
made them exactly like plaintiff's. Defendant even changed his 
method of securing the corners of the carton lid from metal clasps 
to “paper corners,” the same as plaintiff had used for years, and 
also changed to that of plaintiff the method of holding the carton 
lid in place.* 

An illuminating example of defendant’s progression appears 
on both the outside and inside faces of the fly sheets. It will be 
borne in mind that in the infringement suit we described the figures 
and matter imprinted on these sheets. It appears that the defend- 
ant’s first design for his fly sheet consisted of two full ellipses 
defined in red lines with a red Maltese cross shown at the extremities 
of the major axes; but with the four flies disposed two above and 
two below the ellipses at points opposite their respective minor 
axes; this design also bore the words, in red letters within and 
without the ellipses, which are set out in the infringement suit. 
An important change, however, was made in this design. The 


‘It is worthy of notice that the sketches in enlarged scale of flies, shown 
on defendant’s carton, seem to have originated with plaintiff. Plaintiff 
shows, without contradiction, that before defendant engaged in the fly- 
paper business plaintiff purchased from a lithographing company for use, 
250,000 show cards on which was displayed “a large fly with shadings of 
red on the head and back,” and a sketch of a fly in enlarged scale, with eyes 
in red, is shown in one of plaintiff's exhibits upon the face of a fly sheet 
bearing an imprint of plaintiffs registered trade-mark. There is enough 
similarity between the two sets of sketches to give rise to a fair inference, 
despite denial, that the sketches appearing on defendant’s cartons had their 
origin in the sketches of plaintiff. 
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two full ellipses were replaced by a single ellipse centrally located 
with fractional ellipses at the ends of its major axis. This change 
brought the four flies into the same relation with the full ellipse and 
the fractional ellipses that the four circles bear to the complete 
and fractional ellipses of plaintiff's registered trade-mark. De 
fendant’s final change came when he converted his red ellipse and 
fractional ellipses, with the matter displayed within them, into 
black. We have already in substance stated that the testimony to 
the effect that this change was necessary as a matter of expense is 
not convincing. It seems to us that the reason for the change is 
to be found in the purpose obviously to be inferred from the gradual 
encroachments made upon the plaintiff's mark rather than in the 
slightly increased cost shown. 

What then is to be deduced from the resemblances described 
and the method of gradual change in bringing them about? This 
method can not be misunderstood. The effect of every step in the 
process was more or less to imitate something theretofore existing 
in plaintiff's trade-mark or trade dress. This course consumed 
time and evidently involved deliberation; and in view of the sequel 
every step was toward a definite end. The course thus pursued 
appears to have avoided present opposition and contest and so to 
have secured the advantage of the use of the parts so taken, but 
it did not conceal the intent with which the encroachments were 
evidently made. In view of the culmination reached in 1914, it is 
vain to assert that the resemblances so brought about are not 
material. This ignores the most obvious purpose that can be predi- 
cated of the course pursued, and ascribes to the originator of the 
scheme a lack of resource that is not deserved; above all, it fails to 
observe the accomplishment of the purpose in the resemblances 
ultimately achieved. These resemblances would be more fully ap- 
preciated if it were feasible to reproduce their effect here in color 
and form. It is not necessary again to endeavor to point out the 
resemblances and confusing features of defendant’s mark and 
trade dress. Repetition of an example or two of their effect, how- 
ever, may not be amiss. The effect of the change in color of de- 
fendant’s mark necessarily comes to the notice of every purchasing 
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consumer. It is printed, as we have seen, on both the outside and 
inside surfaces of every double fly sheet; and, notwithstanding the 
interior coating of the sticky matter, the mark is visible on the in- 
side as well as the outside; so that the sheet can not even be used 
without displaying defendant's mark fully in the same color, black, 
as that of plaintiff's. One of the confusing features also of de- 
fendant’s trade dress is shown, as already stated, on its cases of 
1914: Defendant Dickinson, not satisfied with the name under 
which his business is conducted, The Grand Rapids Sticky Fly 
Paper Co., prominently places on both sides and one end of his 
cases these words—Grand Rapids Sticky Fly Paper. No explana- 
tion that explains has been given for this; and, since both plaintiff 
and defendant Dickinson are producing and shipping sticky fly- 
paper at Grand Rapids, it would be difficult to select words more 
calculated to confuse than these. There are other illustrations 
quite as convincing, but further repetition is not required. 

The essence of unfair competition consists in palming off either 
directly or indirectly one person’s goods as the goods of another, 
and this of course involves an intent to deceive. Testimony was 
offered tending to show that defendant’s goods had been mistaken 
for and confused with the goods of plaintiff; this is disputed in 
several ways; but we do not find it necessary to try to reconcile or 
to determine the weight of this testimony. It is not necessary to 
prove intent by direct evidence, where it is clearly to be inferred 


from circumstances. Scarcely anything of an evidential nature, for 


example, could more certainly characterize intent than repeated 


imitation of material parts of another person’s trade tokens; the 
imitations themselves reveal the object. Further, in our judgment, 
the resemblances and confusing features shown in respect of de- 
fendant’s output are themselves calculated to lead users to believe 
that it is the plaintiff’s output and so to deceive them, and such 
consequences, inevitable in their nature, justify an inference of 
wrongful intent to secure “some part of the benefit of the good-will 
and reputation of the plaintiff's trade.” (Johnson v. Orr Ewing, 
7 App. Cas. 219, 226; Elgin Nat’l Watch Co. v. Illinois Watch Co., 
179 U. S. 665, 674; Samson Cordage Works v. Puritan Cordage 
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Mills, supra, 211 Fed. at 608—C. C. A. 6 [4 T. M. Rep. 225]; 
Fuller v. Huff, 104 Fed. 141, 145—C. C. A. 2; The Helmet Co. v. 
Wm. Wrigley Jr. Co., decided August 1—C. C. A. 6; Braham v. 
Beachim, 7 Ch. D. 848, 856; Collinsplatt v. Finlayson, 88 Fed. 693 
—C.C.; Bissell Chilled Plow Works v. T. M. Bissell Plow Co., 121 
Fed. 357, 372—C. C.; Meccano v. Wagner, 234 Fed. 912, 918 
D.C. [6 T. M. Rep. 487]; Wm. Wrigley Jr. Co. v. L. P. Larson 
Jr. Co., 195 Fed. 568, 570—D. C. [2 T. M. Rep. 279]; Von Mumm 
v. Frash, 56 Fed. 830, 8837—C. C.; Wirtz v. Eagle Bottling Co., 50 
N. J. Eq. 164, 168; Northwestern Enitting Co. v. Garon, 112 Minn. 
321, 326). 

It must therefore be concluded that placing these goods on the 
market, whether by the producer or his selling agent, the Ackerman 
Co., imports an intent to have them mistaken for and confused with 
plaintiff’s product; and in determining the effect of this, it is not 
enough to consider simply the jobber or the retailer, though of 
course their interests are entitled to protection; as we in effect 
said when passing on the question of infringement of plaintiff's 
trade-mark, jobbers and retailers are cautious buyers and have thie 
means of identifying manufacturers when negotiating their pur 
chases; but it is well known that all jobbers and retailers are not 
so considerate of either the interests or the choice of unsuspecting 
users; the subject then can not be fully considered unless the in 
terests of purchasing users are taken into account. (Upon this 
point we may add to the citations above given in the trade-mark 
infringement suit the following: N. K. Fairbank Co. v. R. W. Bell 
Manuf’g Co., 77 Fed. 869, 875—C. C. A. 2, followed in Hansen v. 
Siegel-Cooper Co., 106 Fed. 690, 691—C. C.; The Helmet Co. v 


Wm. Wrigley Jr. Co., supra; Wotherspoon v. Currie, supra, 5 Eng. 
& Irish App. at 517; Lever v. Goodwin, 36 Ch. D. 1, 3, 7; Bissell 
Chilled Plow Works v. T. M. Bissell Plow Co., supra, 121 Fed. at 
366—C. C.; National Biscuit Co. v. Baker, 95 Fed. 135, 136—C. C.; 
R. Heinisch’s Sons Co. v. Boker, 86 Fed. 765, 768—C. C.; Cauff- 
man v. Schuler, 123 Fed. 205, 206—C. C.). It results that plain- 
tiff is entitled to relief. 
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III. Nature and extent of relief. Under averments of the 
answer in each of the suits and also evidence offered at the trial, it 
is urged that plaintiff has in various ways sought to monopolize the 
sticky fly-paper business, and so is not here with clean hands or 
entitled to any relief. It may be assumed that in these matters the 
plaintiff is amenable to actions in appropriate proceedings; cer- 
tainly some of the acts charged, if true, could not be sanctioned; but 
plainly such wrongs as are set out can not be redressed in actions 
like these. Upon this feature of the cases we agree with the learned 
trial judge, who, in speaking of these complaints, said: 

“And it is the settled law that tort actions like these can not be suc- 


cessfully defended upon the ground that plaintiff has violated the laws 
prohibiting monopolies and unlawful attempts to monopolize.” 


It is urged further that through its laches and acquiescence 
plaintiff is estopped to claim any relief. It is true that it was not 
until 1914 that plaintiff took active measures to interfere with the 
course pursued by either of the defendants. This presents another 
effect of the progressive course of encroachment, already considered ; 
such a course does not tend to arouse hostile action until it is fully 
developed; indeed this happened; plaintiff does not appear to have 
regarded the situation as requiring active interference until near 
the opening of the fly-paper season of 1914, when, as we have seen, 
radical and apparently permanent changes in the Dickinson trade- 
mark and trade dress were introduced. Plaintiff then took definite 
iction both through written notices and the institution of suits. In 
these circumstances we can not think the defendants can shield 
themselves behind the charge of laches; this would be to ignore the 
fact that the true design of the partial encroachments, of the con- 
tinuing trespass, did not develop until the culmination in 1914; 
permanent benefits in the good-will and trade reputation of another 
can not be acquired in this way. Still this is not to say that the 
full measure of relief sought should be granted. Even if laches 
ind acquiescence could rightfully be imputed to plaintiff, it might 


well be denied an accounting of profits for a substantial portion of 


the encroachment period, and yet be granted relief by injunction as 
to the future. (Hanover Milling Co. v. Metcalf, 240 U. S. 408, 
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418, 419 [6 T. M. Rep. 149]). Further, it is not necessary to thie 
due protection of plaintiff's trade tokens that an injunction should 
go to all their minutie; relief that will operate to prevent confusion 
and deceit as to the origin of the products of the respective parties, 
with a limited accounting, is all that should be granted; as nearly as 
may be, the decrees should be formulated so as to fix conditions that 
will admit of full and fair competition but destroy unfair com 
petition. 

Provision will be made in the decrees as to infringement to 
enjoin the respective defendants permanently from using the Dick 
inson elliptical device or mark in issue, as it is imprinted and shown 
on the fly sheets, in any manner or for any purpose whatever con 
nected with the fly-paper business. The decree as to unfair com- 
petition will permanently enjoin the A. K. Ackerman Company, de 
fendant: (a) from selling or in anywise disposing of any sticky 
fly sheets bearing an impression of such infringing mark, or any of 
the cases produced or used by defendant Dickinson in 1914 or since 
then and bearing on their sides and one end the words “Grand 
Rapids Sticky Fly Paper” together with the external dress which 
is particularly described in this opinion; and, subject to the condi- 
tions hereinafter provided for, (b) from selling or in anywise dis 
posing of any of the Dickinson products which bear the words The 
Grand Rapids Sticky Fly Paper Co. and the word “Sticky.” 

This requires separate consideration. We can not repress a 
conviction that the tendency of these words when so used is neces 
sarily to confuse and mislead in respect of the origin of the product ; 
and this accords too with some of the testimony. The words de 
scribe with equal accuracy the place of manufacture, Grand Rapids, 
and the products alike of the plaintiff and the defendant Dickinson; 
the Ackerman Company handles the Dickinson product without 
change of these words; and all this is done without trying to avoid 
the misleading effect of the words. It is practically conceded that 
plaintiff's predecessors began the manufacture and sale of sticky 
fly-paper at Grand Rapids some nineteen years in advance of 
Dickinson, and that plaintiff has continued the business there ever 
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since.! It is true that plaintiff's predecessors were not the original 
manufacturers of sticky fly-paper at Grand Rapids, yet they were 
the first to enter upon the business there in a large way and to 
develop it into a general commercial success. Their development 
of trade in sticky fly-paper at Grand Rapids tended naturally to 
create a belief in many persons that sticky fly-paper produced at 
Grand Rapids—in other words, Grand Rapids Sticky Fly Paper— 
meant their product; this association of Grand Rapids with sticky 
fly-paper has been preserved by plaintiff and necessarily, as well as 
according to some of the testimony, a like belief still prevails that 
sticky fly-paper there produced is that of the plaintiff. True, 
neither plaintiff nor its predecessors ever collocated the name of 
the place of manufacture and that of the product into a single 
phrase; but no amount of phrasing could accentuate the fact that 
through its predecessors and itself plaintiff has during all these 
years produced and sold sticky fly-paper at Grand Rapids. It is 
therefore impossible to dissociate plaintiff's product from the name 
Grand Rapids, or the words sticky fly-paper or even the word 
“Sticky”; the name no more certainly describes plaintiff’s place of 
manufacture than the word sticky, when used in connection with fly- 
paper, characterizes its product; indeed its registered trade-mark 
“Tanglefoot” has for all the years mentioned been known to denote 
sticky fly-paper. 

What limitation then should be placed upon the adoption and 
use by another of these words as a trade-name under which to carry 
on the same business at the same place? 

We recognize the fact that granting relief against a long stand- 
ing appropriation like this is attended with difficulty; but in view 
of what we have already said concerning the claim of laches we are 
not disposed to believe that the present situation is remediless, since 
its duration without explanation has amounted to a continuing tres- 
pass. The appropriation was made in the very beginning of de- 

* We have in mind that plaintiff in a less conspicuous way shows upon 
its packages that it has another place of business at Walkerville, Canada; 
but this does not alter the fact that its only place of business in this 


country is at Grand Rapids; nor does it diminish the liability to confusion 
of the products turned out at Grand Rapids. 
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fendant Dickinson’s connection with the fly-paper. business and by 
a corporation with which he was officially and financially connected. 
It is manifest that the object was at once to identify the new enter 
prise with the old one then in operation at Grand Rapids, and so to 
gain substantial benefits from this established business; and we are 
satisfied that this object still prevails in material degree. It is 
vain to suppose that the name, The Grand Rapids Sticky Fly Paper 
Co., would have been adopted or that its use would be so strenuously 
persisted in if the object stated was not and is not the true one; it 
is simply a contradiction for the appropriator of the name to ques- 
tion its beneficial effect. Indeed it is now in effect insisted that 
these words must be treated as signifying the product of defendant 
Dickinson; but, in the sense that Dickinson is generally known in 
the enterprise, this can not be correct. Mr. Dickinson has never 
associated his individual name with his business name. His own 
name nowhere appears on his fly sheet, carton or case; nothing has 
been done to indicate the manufacturer of the product or the pro- 
prietorship except only through display of the business name in 
dispute. A different question would have arisen if his own name 
had been associated prominently with the business name he assumed. 
The case in that event would have been more like Kellogg Toasted 
Corn Flake Co. v. Quaker Oats Co., (235 Fed. 657, 668-9—C. C. A. 
6 [6 T. M. Rep. 537]), since the parties there distinguished their 
respective products, toasted corn flakes, by associating names with 
these purely descriptive words which prevented confusion of their 
products. However, many persons may, and no doubt do, associate 
sticky fly-paper with the company indicated by the business name 
under consideration, and also with the term “Sticky” when found in 
connection with that name; but this states the difficulty, it does not 
solve it. The rights of the first user, plaintiff with its predecessors, 
and the liability to confuse the Dickinson goods with the plaintiff's 
clearly remain and must be reckoned with. It must be conceded 
that we have found no decision, and none has been cited, which 
deals with a situation just like this. It is not, for instance, pre- 
cisely like the class of decisions typified by the Glenfield Starch 
case. The town of Glenfield had been associated with the starch 
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of a particular manufacturer (plaintiff) as a name, Glenfield 
starch, by which the article was known; and the respondent, 
although subsequently producing and selling starch at Glenfield, 
was restrained from using the name Glenfield in connection with 
his starch in such a way as to deceive. Such cases are bottomed 
on the principle that any later and unqualified use of the name by 
another in producing and selling a similar article at the same place 
is to misrepresent, is to commit a fraud, since the necessary effect 


is to palm off his article as that of the earlier user. It is a long 


settled doctrine of equity, however, that courts are not concerned 
with the particular method or form through which the goods of one 
person are disposed of as the goods of another. It can not be, for 
instance, that this end is prohibited only when it is effected through 
simulation of a technical trade-mark. Wherever the use of a name 
or of words or designs involves duplicity in the sense that they can 
be employed to make the forbidden misrepresentation, such use 
must be open to relief that is calculated to prevent the mischief, or 
else it must be confessed that equity in dealing with fraud has at 
last found its limitation. The Lord Chancellor said in the Camel 
Hair case—Reddaway v. Banham, (A. C. [1896] 199, 207) : “What 
in each case or in each trade will produce the effect intended to be 
prohibited is a matter which must depend upon the circumstances 
of each trade, and the peculiarities of each trade.” See also 
Ludlow Valve Mfg. Co. v. Pittsburgh Mfg. Co., (166 Fed. 26, 29— 
C. C. A. 8), per Circuit Judge Gray. The present assumed trade- 
name reveals the fact that the so-called company produces and sells 
sticky fly-paper at Grand Rapids; but it does not even in a remote 
way intimate, much less reveal, the further fact that there is another 
and older producer and seller of sticky fly-paper at Grand Rapids; 
thus the assumed name has a double meaning; and its greatest 
value, at least to the person using it, lies in its duplicity. (Red- 
daway v. Banham, supra, A. C. [1896] at 218-19). This is in- 
tensified by the conceded fact that Grand Rapids is known as the 
“home of sticky fly-paper’’; and the inevitable effect is to misrep- 
resent the facts concerning Grand Rapids sticky fly-paper and to 
enable unscrupulous dealers to put out the Dickinson product as 
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the plaintiff's product. The commonest principles of unfair com- 
petition forbid this; and it would seem to follow that all further 
use of the assumed name should be enjoined; still, in view of the 
geographic and otherwise descriptive character of the words in 
issue, we do not think the use of the name ought to be prohibited 
absolutely. The relief granted against the use of such words has 
developed from apparent absolute prohibition into conditional pro- 
hibition. In the Glenfield Starch case, for instance, the injunction 
granted would seem on its face to have been intended as an uncon- 
ditional restraint. (Wotherspoon v. Currie, supra [at p. 523]). 
Yet the decree has since been construed to mean that the respondent 
should not use Glenfield “in such a way as to deceive” (Camel Hair 
case, supra [1896], A. C. at 212); in the Stone Ale case the in- 
junction was made absolute in terms, and although for reasons 
stated by the Lord Justices they affirmed the decree entered below 
yet they expressed the belief that it would have been better had 
defendant been restrained from using the word ‘Stone’ in connec- 
tion with his product “without clearly distinguishing” it from that 
of the plaintiff (Montgomery v. Thompson, [1891], A. C. 217, 221). 
In the Camel Hair case the defendants were enjoined from “using 
the words ‘Camel Hair’ as descriptive of or in connection with 
belting manufactured by them * * * without clearly distinguishing 
such belting from the belting of the plaintiffs’ (Camel Hair case, 
supra, at 222). The theory is that it is sufficient so to qualify the 
use as to prevent the mischief; and this in substance is the familiar 
and settled rule in the courts of this country. (Herring, etc., Co. v. 
Hall, etc., Co., 208 U. S. 554, 559; French Republic v. Saratoga 
Vichy Co., 191 U. S. 427, 435; G. & C. Merriam Co. v. Saalfield, 
198 Fed. 369, 373—C. C. A. 6 [2 T. M. Rep. 443]; Knabe Bros. 
Co. v. American Piano Co., 229 Fed. 23, 30, 31—C. C. A. 6 [6 
T. M. Rep. 180]; Kellogg Toasted Corn Flake Co. v. Quaker Oats 
Co., supra [at pp. 667, 668] [6 T. M. Rep. 537]). The names in 
issue in the English cases, as well as those of our own courts, just 
mentioned, had acquired in each instance a secondary meaning, and 
if we are right in the belief that the words in issue in the instant 


case have acquired the secondary meaning already pointed out the 
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case is ruled by these decisions. Upon this hypothesis it is im- 
possible to escape application of the principle declared by this 
court, when speaking through Judge Denison, in the Dictionary 
case, supra (G. & C. Merriam Co. v. Saalfield, 198 Fed. at 373): 

“The alleged trespassing defendant has the right to use the word, 
because in its primary sense or original sense the word is descriptive; but, 
owing to the fact that the word has come to mean, to a part of the public, 
something else, it follows that when the defendant approaches that same 
part of the public with the bare word, and with nothing else, applied to 
his goods, he deceives that part of the public, and hence he is required to 
accompany his use of the bare word with sufficient distinguishing marks 
normally to prevent the otherwise normally resulting fraud.” 

However, we do not rest our decision on the rule of secondary 
meaning alone. There is analogy both in fact and principle between 
the appropriation of a trade-name having a secondary meaning and 
the appropriation of words which as here pertinently describe the 
location and product of, and injuriously affect, a previously estab- 
lished business. The only perceivable difference between two such 
appropriations is in matter of form rather than in substance; each 


amounts to a misrepresentation; it is true as to the former a priority 


in right of use is treated by the decisions as residing in the primary 


user, yet as to the latter (apart from any existing secondary mean- 
ing) there is manifestly a continuing trespass upon a previously 
established good-will and trade. This can not in reality amount to 
a distinction so far as wrongful injury is concerned; and we there- 
fore see no reason why the rule of relief that is employed in cases 
of secondary meaning may not be applied here, nor why the par- 
ticular wrong here committed, though novel, should not be redressed. 

It must follow that unless and until effective qualification and 
explanation are made of the use of the name under which defendant 
Dickinson conducts his business, and also of the term “Sticky” as it 
is applied to his product, which will unmistakably differentiate his 
product from plaintiff’s, the Ackerman Company (since Dickinson 
is not a party to the unfair competition suit) will be enjoined from 
selling or in any wise disposing of such product in any form or 
manner whatever which bears either such business name or term. 


Just what qualification should be made as to the use of this business 
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name and term can not now be justly determined. Counsel for 
plaintiff in their brief have suggested explanatory words that can 
not be accepted. Counsel for defendants have made no suggestion 
in this behalf presumably because of their belief that no qualifica- 
tion can rightfully be imposed. In these circumstances we have 
concluded that proper restriction can better be determined by the 
trial judge upon hearing from the parties. 

It will be provided, however, in each decree that the respective 
defendants shall be permitted to sell, as now marked and dressed, 
such finished stock, including fly sheets, as either may have on hand 
at the date of the filing of this opinion, on giving satisfactory bond 
to account for such profits and camages resulting from the sale of 
the stock as the plaintiff may ultimately be found entitled to. 

An accounting in the usual form will be allowed against each 
defendant for such profits and damages as may have accrued since 
the dates in 1914 of the written notices given by plaintiff to the de- 
fendants respectively and in effect requesting them to discontinue 
the acts complained of later in the respective bills; this is for the 
reason that despite the evidential significance of the encroachments 
made before these dates, as already pointed out, plaintiff made no 
objection or claim in respect of them and must be concluded to have 
condoned them so far as remuneration is concerned. 

The orders of injunction herein provided for will, in addition 
to what has already been specified, restrain the defendants in the 
respective cases from doing any acts that will in the one instance 
infringe the registered trade-mark of plaintiff or that will tend in 


the other instance to imitate or to create confusion respecting the 
mark or dressing employed by plaintiff upon its fly-sheet, carton, or 
case, or that will tend in either instance to accomplish the same ends 
through advertisement. 


The decree in each case will be reversed and the case remanded 
for further proceedings in accordance with this opinion. 
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June v. Societe ANONYME bE LA DiIsTILLERIE DE LA LIQUEUR 
BENEDICTINE DE L’ABBAYE DE FECAMP, ET AL. 
(242 Fed. Rep. 267) 


Circuit Court of Appeals, Fifth Circuit 
April 30, 1917 


TrapeE-Marks—Uwnrarir Competition 1N Use or Lasper—INsuncrTion. 

In a suit for infringement of complainant’s liquor label, the pre- 
liminary injunction should be so modified as to permit the defendant 
to truthfully state the ingredients of his liquor on his label, provided 
it be so done as not to imitate complainant’s label. 


On appeal from a decree of the United States District Court, 
granting defendant a preliminary injunction. Modified and affirmed. 


William C. Dufour, H. Generes Dufour, Charles J. Théard and 
Delvaille H. Théard, all of New Orleans, La., for appel- 
lant. 

Irving R. Saal, of New Orleans, for appellees. 


ParpeE, Waker, and Barts, Circuit Judges: From our ex- 


amination of the case we conclude that the preliminary injunction 


was properly issued, but as its language may be construed to restrain 
all use by the appellant of the words “Carduus Benedictus Herb,” 
and as he has a right to make a truthful statement of the herbs from 
which his liquor is distilled, if the statement is not so made as to 
constitute an imitation of a label of appellees, the injunction will be 
amended by adding: 

“This injunction, however, is not to be construed as preventing 
defendant from truthfully stating on a label that his liquor is made 
from Carduus Benedictus herbs; the statement being so made as not 
to constitute an imitation of a label of appellees.” 

The injunction issued in the case will be modified in this respect, 
and, as so modified, the decree is affirmed. 
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Tue O. & W. THum Company v. ALBERT G. DickKINson AND THE 
A. K. AcKERMAN CoMPANY 


United States District Court 


Northern District, Ohio, December 23, 1914 


TrapE-Marks AND TrapE-Names—Uwnrain Competirion—INEQUITABLE 
Conpuct as A Bar to RELIEF. 

In a suit for unfair competition and trade-mark infringement, the 
violation of the anti-trust law by plaintiff to the detriment of defend- 
ant’s business does not debar him from equitable relief, nor can de- 
fendant, after having voluntarily sold out his business to plaintiff, 
base his defense on the alleged unfairness of such transaction. 
Trape-NamMe—Unrairn ComMPeTITION—ACQUIESCENCE—NAME OF Part- 

ENTED ARTICLE. 

Where plaintiff bought out defendant’s business, conducted under 
the name “Grand Rapids Sticky Fly Paper Co.”, abandoned same and 
acquiesced in the use of the name by defendant in a similar business, 
he thereby forfeited all right therein. Plaintiff, having used the pat- 
ented device of a sealed rim on his fly-paper, on which appeared the 
word “Sealed,” cannot, after the expiration of the patent, claim the 
exclusive use of the word, and the defendant is not competing unfairly 
by using it inconspicuously on his product. 

Unrair Competition—Trape-Mark INFRINGEMENT—CHANGE OF COLOR. 

Plaintiff's trade-mark, consisting principally of the word “Tangle- 
foot” displayed in a series of ovals bordered by an ornamental scroll, 
with circular figures above and below the oval, is not infringed by de- 
fendant’s use of a label showing an elliptical figure with the word 
“Sticky”, and terminated at each end by a Greek cross, representations 
of four flies being shown in circles, two above and two below the said 
figure, where the remaining features of the two marks are conspicu- 
ously unlike. The change of color by defendant on his trade-mark 
from red to black, the color employed by plaintiff and by the trade 
generally, is not an act of unfair competition. 

TrapE-Marks AND ‘TrapE-Names—Uwnrair Competition—Dress  0F 
PACKAGES. 

In a suit for unfair competition based on an alleged, confusing 
similarity between the appearance of the packages, plaintiff can claim 
no right to the exclusive use of a certain size, color, or quality of 
paper used, of the directions printed thereon, or of the place or origin; 
and, in the absence of conclusive proof of confusion among purchasers, 
the complaint will be dismissed. 


In Equity. Complaint dismissed. 


Sessions, J.: These two cases have been heard together and will 
be treated as one. The plaintiff is a Michigan corporation engaged 


in the business of manufacturing sticky fly-paper at Grand Rapids. 
It is the largest manufacturer of such paper in the world. Its 
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product is sold in all parts of the United States and in many for- 
eign countries. The defendant Dickinson is also a manufacturer of 
sticky fly-paper at Grand Rapids, Michigan, and is doing business un- 
der the name “The Grand Rapids Sticky Fly Paper Company.” His 
product is sold in lesser quantities than, but in competition with, that 
of the plaintiff. The defendant Ackerman Company is one of the 
brokers or selling agents of Dickinson. Its place of business is in 
Cleveland, Ohio, and its territory embraces a part of the states of 
Ohio, West Virginia and Kentucky. The suit against Dickinson, be- 
ing between citizens of the State of Michigan, involves only an 
alleged infringement of plaintiff's registered trade-mark used on 
its sheets of sticky fly-paper. The suit against the Ackerman Com- 
pany involves not only the alleged infringement of plaintiff's trade- 
mark, but also other unfair competition in trade. 

1. Alleged inequitable conduct of plaintiff as a bar to relief. 
In their brief, counsel for defendant say: “At the threshold of the 
argument we insist that plaintiff does not come into this court with 
clean hands, and must be left to its remedy at law, if any there be, 


and can obtain no relief in a court of equity’; citing, Weegham v. 


Killefer, 215 Fed. 168; Michigan Pipe Co. v. Fremont Ditch, Pipe 
Line and Reservoir Co., 111 Fed. 284-287; Deweese v. Reinhard, 
165 U. S. 386; Memphis Keeley Institute v. Leslie E. Keeley Co., 
(C.C. A. 6) 155 Fed. 964; Pomeroy Eq. Jurisprudence, Sections 398, 
100, 404; Eaton on Equity p. 74. To sustain the charge so made 
they point to evidence in the case which they claim establishes: (1) 
That plaintiff is a monopoly and has attempted to monopolize the 


sticky fly-paper business by purchasing, destroying and abandoning 
the plants and property of its competitors in violation of the Federal 
and State Anti-Trust Acts; (2) That, for the sole purpose of getting 
rid of a dangerous competitor, plaintiff acquired by unfair methods 
the capital stock and property of a corporation, organized and 
formed by the defendant Dickinson; (3) That, about the close of 
the manufacturing season and the beginning of the sales season of 
1914, plaintiff sent letters to defendants and to their agents and 
brokers throughout this country and Canada threatening them with 
suits if they did not cease to handle the Dickinson goods; and, (4) 
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That, for the purpose of harassing and oppressing defendants, plain- 
tiff made an unwarranted use of a restraining order. obtained from 
a state court upon an ex parte showing and application. 

Assuming, without in any manner deciding, that the evidence 
shows that plaintiff is a monopoly and has violated the Anti-Trust 
laws as charged, that the methods employed and the means used 
to obtain the control of the corporation organized by Dickinson and 
to acquire its property were unfair and unjust, that threatening 
letters and notices were sent to defendants and their agents, and 
that there was an abuse of the order and processes of the state court, 
it by no means follows that plaintiff is thereby brought within the 
rule of equity whose aid defendants seek to invoke. 

No claim is made that either of the defendants had any in- 
terest whatsoever in any of the concerns, except the first Grand 
Rapids Sticky Fly Paper Company, whose business and property 
were purchased by plaintiff and then destroyed or abandoned. And it 
is the settled law that tort actions like this cannot be successfully 
defended upon the ground that plaintiff has violated the laws pro- 
hibiting monopolies and unlawful attempts to monopolize. Coca 
Cola Co. v. Gay-Ola Co., 200 Fed. Rep. 720-726; 3 T. M. Rep. 1; 
and cases there cited; Prest-O-Lite Co. v. Davis, 209 Fed. Rep., 
917-919, 920; 215 Fed. Rep. 349-351; 4 T. M. Rep. 91; £. ‘ch 
light Gas Co. v. Prest-O-Lite Co., 215 Fed. Rep. 692-697; 4 T. M. 
Rep. 273; Shaver v. Heller and Merz Co., 108 Fed. Rep. 821-834. 

The purchase and sale of the capital stock and assets of the first 
corporation, “Grand Rapids Sticky Fly Paper Co.,” occurred and 
became a closed incident ten years ago. Defendant Dickinson ac- 
cepted and has retained the moneys paid to him for his share in that 
enterprise. He can not at this late day be permitted to repudiate his 
executed contract and to put forward, as either a sword or a shield, 
the unfairness, fancied or real, of that ancient transaction. 

The rights asserted and the demands made by plaintiff in its 
April, 1914, letters to defendant Dickinson and his brokers, ware- 
housemen and customers constitute the precise subject matter of 
this litigation. Whether or not the claims then made were well 
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founded will not be determined until the final decree in this case is 
rendered. Certainly they were not mere sham and pretense and 
were not so palpably untrue and erroneous as to make their assertion 
fraudulent or inequitable. It would be a novel rule of law which 
would permit one to seek to avoid trouble by openly and fairly pre- 
senting his demands and claims to his adversary in advance of suit 
only at the risk of having his conduct in so doing subsequently de- 
clared so wrongful as to bar him from having merits of the contro- 
versy adjudicated and from all relief in a court of equity. 

Finally upon this subject, if there has been any misuse of the 
mandate or writ of the state court and injury to either of the de- 
fendants has resulted therefrom, it is manifest that the grievance so 
occasioned should not be redressed by this court but by the court 
from which the order or process emanated and in the suit there pend- 
ing. The right and province of correcting such abuses belong ex- 
clusively to the court in which they arise and occur. 

2. Defendant’s right to the name “Grand Rapids Sticky Fly 
Paper Company.” In 1902, defendant Dickinson promoted and or- 
ganized a corporation called “Grand Rapids Sticky Fly Paper Com- 
pany.” It engaged in the manufacture of a fly-paper called 
“Stick’em” and, in a comparatively small way, became a competitor 
of plaintiff. Mr. Dickinson was the president of the corporation, 
and, at the inception of the enterprise, held the stock control. Later 
he transferred seven-eighths of the stock to another, taking an option 
to re-purchase the same. From a financial standpoint the business 
was not a success. Immediately after the expiration of his option to 
re-purchase, the stock was sold to plaintiff who took possession of 
the property and discontinued and abandoned the business. The 
price paid for the stock was at least double its actual value. Mr. 
Dickinson afterwards sold and transferred to the plaintiff his re- 
maining one-eighth of the stock for $8,500.00 in cash. He claims 
that he was “frozen out” and compelled to sell in order to save from 
the wreck even a small part of his investment, while plaintiff claims 
that he was paid much more than his stock was worth. He made no 
agreement that he would not again enter the fly-paper business. 

In April, 1904, a majority of the last board of directors of the 
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Grand Rapids Sticky Fly Paper Company made and filed in the 
office of the Secretary of State of the State of Michigan a certificate 
reciting among other things: “That all of the property and assets 
of said corporation have been sold and said corporation is now out 
of business.”” On November 30, 1904, Mr. Dickinson procured the 
incorporation of another company to engage in the manufacture and 
sale of sticky fly-paper and adopted the same corporate name, 
“Grand Rapids Sticky Fly Paper Company.” About a month later 
plaintiff attempted to revive the first corporation. A board of di- 
rectors was elected who assumed to act. Litigation followed. An 
information in the nature of a quo warranto was filed in the name of 
Attorney General of the State of Michigan against the first Grand 
Rapids Sticky Fly Paper Company. Judgment of ouster was entered 
in the lower court and affirmed by the Supreme Court of the State 
in May, 1906. People, ex rel. Attorney General v. Grand Rapids 
Sticky Fly Paper Co., 144 Mich. 221. Mr. Dickinson owned or con- 
trolled all of the stock of the second corporation and did business 
in the corporate name until 1907 when he _ surrendered or 
abandoned the corporate charter. Since then he has carried on his 
business as an individual but under the same name, without com- 
plaint on the part of the plaintiff until April of this year. 

It must be conceded that, when plaintiff became the owner of 
the stock and assets of the first corporation, it also became the 
owner of the right to continue the business of that corporation 
and to use its corporate name. But that right, like any other, could 
be surrendered and abandoned. Plaintiff voluntarily elected not to 
continue either the business or the existence of the corporation and 
suffered judgment of ouster to be entered. Thereby, the corpora- 
tion was in effect dissolved. The right to use the corporate name 
then became open to the public including the defendant Dickinson. 
Plaintiff is not now in a position to complain, particularly after 
several years of silent, if not active, acquiescence. Plaintiff's wilful 


failure to adopt and use, except in one abortive attempt, the trade- 
name which it had acquired, coupled with its positive and affirmative 
acts in terminating the first corporation of that name and its un- 
explained and inexcusable delay in taking action or even making 
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complaint against defendant until after he had built up and estab- 
lished a large and profitable business, make out a clear case of in- 
tentional abandonment. Sazlehmer v. Eisner and Mendelson Co., 
179 U. S. 19. 

The name, “Grand Rapids Sticky Fly Paper Company,’ has 
never been associated with the business conducted by plaintiff or its 
predecessors, but has always been attached to the goods made by 
a defendant, and, hence, if the name signifies anything as to the 
origin of manufactured fly paper, it denotes to the trade the product 
of defendant and not that of plaintiff. In this respect, the facts 
of the present case clearly distinguish it from Herring, etc. Safe Co. 
v. Hall’s Safe Co., 208 U. S. 554, and similar cases cited and relied 
upon by counsel for plaintiff. 

3. Sealed Border Patent. Plaintiff was the owner of a patent 
the essential feature of which was a wax border upon fly-paper to 
retain the sticky substance and prevent leaking. The patent expired 
in May, 1900. Acting under the patent, plaintiff named and labeled 
its product “Sealed Sticky Fly Paper.’’ During the greater portion 
of the time since the expiration of the patent, plaintiff has printed 
the word “Sealed” either upon its fly-paper or its containers. 


Other manufacturers of fly-paper have also used the word “Sealed.” 


Defendant Dickinson, since engaging in the fly-paper business, has 


printed this word in comparatively small and inconspicuous letters 
upon the cover or top of his cartons. He has made no other use of 
it. Plaintiff now challenges his right to use the word “Sealed” even 
in this limited way without placing upon his goods other and further 
distinguishing marks. There is no merit in this contention. If it be 
assumed, although the evidence upon this point is neither satisfactory 
nor convincing, that plaintiff's product has become known to the 
trade generally as “sealed” sticky fly-paper and, therefore, that 
the word denotes the fly paper of its manufacture, still, its rights 
have not been infringed. The top of the defendant’s carton does not 
even slightly resemble that of plaintiff either in design or wording. 
Upon some of plaintiff’s cartons the word “‘sealed’”’ does not appear, 
while, as before stated, it is found upon defendant’s cartons only in 


comparatively small and inconspicuous letters and always in con- 
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junction with his trade-name, “Grand Rapids Sticky Fly Paper 
Company,’ and his place of business “Grand Rapids, Mich.,” 
printed in bold and prominent type. No one can be misled or de 
ceived into believing that the goods contained in the cartons so 
marked are manufactured by plaintiff. In this respect defendant has 
fully complied with the most exacting requirements of the law as 
announced by the decisions of the courts. Singer Mfg. Co. v. Jun 
Mfg. Co., 163 U. S. 169; Coats v. Merrick Thread Co., 149 U. S. 
562; G. and C. Merriam Co. v. Saalfield, 190 Fed. Rep. 927; 2 
T. M. Rep., 1; Newcomer and Lewis v. Seriven Co., 168 Fed. Rep., 
621. 

4. Infringement of plaintiff’s Trade-mark, No. 57, 567. This 
trade-mark was adopted by piaintiff’s predecessor about twenty years 
ago, was duly registered in 1906, and has been imprinted upon al! 
sheets of fly-paper manufactured and sold by the O. & W. Thum 
Company. The design or unregistered trade-mark, adopted by de 
fendant Dickinson and printed upon the sheets of fly paper manu 
factured by him, somewhat resembles the trade-mark of plaintiff 
in one and in only one particular or feature. But, even in the one 
respect, the resemblance is neither close nor striking. A part of 
plaintiff's trade-mark consists of “an oval and fractional ovals so 
disposed on the sheet as to show two complete designs regardless of 
the cutting of the sheets,’ while a part of defendant’s design con 
sists of a narrow elliptical figure pointed at both ends and disposed 
upon the sheet in the same manner as plaintiff's oval. The border of 
plaintiff's oval is an ornamental scroll formed into what may be 
termed a bow at each end. The border of defendant’s elliptical figure 
is a plain line formed into what may be termed a Greek Cross at 
each end. At this point all resemblance between the two designs 
terminates and ceases. In plaintiff's trade-mark appear four smaller 
figures of circular form with a scroll border like that of the oval. 
These smaller figures are placed upon the sheet one above and one 
below each end of the oval. In defendant’s design, used in 1913 and 
1914, pictures of four flies take the place of plaintiff's circular figures. 
These flies are perhaps the most striking and prominent feature of the 
design. The lack of resemblance is further emphasized by the printed 
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words which have always been used in connection with the respective 
designs. About twenty years ago plaintiff adopted, and has since 
registered as one of its trade-marks, the fanciful name “Tanglefoot.” 
This name appears in dark and plain outline letters within each 
oval upon the sheet of paper, while within the defendant’s elliptical 
figure appears in lighter outline letters the word “Sticky” which has 
been adopted but not registered by him as his trade-mark. Whether 
or not defendant can appropriate and monopolize the descriptive 
word “Sticky” is immaterial. At any rate, it serves the purpose of 
distinguishing and differentiating his trade-mark and his goods from 
those of plaintiff. 

Within the circular figures of plaintiff’s trade-mark are found 
the following directions: in the first, “In cool weather warm slightly 
before opening’; in the second, “Catches the germ as well as the 
fly’; in the third, “Pat. in the United States and Canada, trade-mark 
registered”; and, in the fourth, “Ask for Tanglefoot, it is the best 
fly destroyer.” Beneath the oval and between the two lower circular 
figures appear the words “Made by the O. & W. Thum Co., Grand, 
Rapids, Mich., U. S. A. and Walkerville, Ont., Canada.” In defend- 
ant’s design, within the elliptical figure and also within a panel upon 
the word “Sticky,” appears: “The best fly paper—kills fly and germ 
—not poisonous.” Above the oval is found the direction, “Open 
slowly, if paper tears warm slightly.” Below the oval and between 
the two lower flies appear the words, “Grand Rapids Sticky Fly 
Paper Co., Grand Rapids, Mich., U. S. A.” 

Prior to and during part of the year 1912, defendant’s elliptical 
figure and the words within the figure were printed with red ink. 
Some time during that year defendant changed from red to black 
ink. The economic reason given by him for the change is not entirely 
satisfactory. However, the change from one color to the other is 
not important unless it has become “the last step” to take the de- 
fendant out of his own and the public domain and into that of the 
plaintiff. Printer’s ink is usually black and the use of ink of other 
color in the printer’s art is exceptional. Plaintiff, having been first 
in the field, might have selected an uncommon instead of a common 
color. It did not see fit to do so, but, on the contrary, chose the 
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color which was and is open to everyone. Following another from 
the unusual to the usual, or from the abnormal to the normal, is a 
very different matter from reversing the course and trailing another 
from the ordinary to the exceptional. Anyone may go from his own 
premises into a public street without doing wrong, but, unless by 
permission express or implied, no one can wilfully turn from the 
street into and upon private property without committing a tres- 
pass. If defendant had followed plaintiff from black to red 
instead of from red to black, a more serious and difficult question 
would have been presented. Samson Cordage Works v. Puritan 
Cordage Mills, 211 Fed. Rep., 603; 4 T. M. Rep., 225; Leschen 
Rope Co. v. Broderick, 201 U. S. 166; 1 T. M. Rep., 37. 

The evidence shows that the ultimate consumer of fly-paper 
usually purchases not more than two or three sheets and only oc 
casionally a full carton at a time. He usually calls for ““fly-paper” 
or “sticky fly-paper” and rarely for any particular brand. Ordi 
narily, he wants fly-paper to catch flies and neither knows nor cares 
by whom it is made or sold. These conditions alone are sufficient 
to account for the slight confusion in the trade which is shown to 
have sometimes occurred. The resemblance between the two trade- 
marks is not so pronounced as to deceive even a casual purchaser 
who has sufficient information to know what brand or make of fly- 
paper he desires. On the other hand, the differences are so great 
as to make it almost impossible to palm off defendant’s goods for 
those of plaintiff. Howe Scale Co. v. Wyckoff, Seamans and Bene- 
dict, 198 U. S. 118; Hutchinson, Pierce and Co., v. Loewy, 163 Fed. 
Rep., 42; Pflugh v. Eagle White Lead Co., 185 Fed. Rep., 769; 
1 T. M. Rep., 101; Liggett and Myers Tobacco Co. v. Finzer, 128 
U. S. 182. 

5. Unfair Competition. As already stated, the design im- 
printed upon defendant’s sheets of fly-paper is not an infringement 
of plaintiff's trade-mark; since the expiration of the sealed border 
patent, defendant has had the right to manufacture sticky fly-paper 
with a wax or sealed border and to use the word “‘sealed”’ upon his 
cartons as he has used it; the cover of defendant’s carton bears no 
resemblance to that of plaintiff; and, defendant has also been within 
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his rights in doing business under the name, “Grand Rapids Sticky 
Fly Paper Company.” These conclusions practically dispose of 
this case. The boxes in which defendant’s cartons of paper are 
packed for shipment are never seen by the ultimate consumer or pur- 
chaser and seldom, if ever, by the jobber and dealer before their 
purchases are made. Therefore, the dress of the box can have but 
little effect upon the general trade. Besides, jobbers and dealers are 
much more careful and discriminating buyers than are the purchasers 
of a few sheets of paper and, while a person, viewing defendant’s 
boxes from such a distance as to render the words illegible, might 
mistake them for those of plaintiff or for soap or starch boxes, yet 
it is difficult to conceive of a jobber or dealer being deceived by rea- 
son of any similarity in them. The type of the letters is some- 
what alike, but no one could mistake the word “Tanglefoot” for the 
words “Grand Rapids ‘Sticky’ Fly Paper’ nor defendant’s name for 
that of plaintiff. If the name “Grand Rapids Sticky Fly Paper” 
were used upon defendant’s boxes without other designation or dis- 
tinguishing marks, plaintiff might have some cause for complaint. 
But, the name is not so used. 

The paper used by both plaintiff and defendant is substantially 
the same in size, color, quality and weight as that used by other 
manufacturers of fly-paper since the beginning of the industry. 
Plaintiff has no monopoly and can acquire none as to the paper or 
as to the directions, printed upon the boxes, cartons and sheets for 
the use, storage and preservation of the paper. Neither can plaintiff 
appropriate to its own exclusive use the geographical name “Grand 
Rapids, Mich.’’, and thus exclude defendant from the well recognized 
right to state and advertise truthfully his residence and place of 
business in connection with his trade-name. Elgin National Watch 
Co. v. Illinois Watch Case Co., 179 U. S. 665; Anheuser-Busch 
Brewing Ass’n v. Piza, 24 Fed. Rep. 149; Canal Co. v. Clark, 13 
Wall. 311-324; Thaddeus Davids Co. v. Davids, 233 U. S. 461-471; 
1 T. M. Rep. 175. 

The testimony concerning the alleged confusion of goods is so 
uncertain and contradictory as to be of little value. At most it only 


shows that such confusion as has existed has arisen largely from 
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the general resemblances and characteristics necessarily found in 
all sticky fly-papers and from the single purpose for which fly-paper 
is manufactured, purchased and used, rather than from similarities 
in and imitations of specific design or dress. Globe-Wernicke Co. v. 
Fred Macey Co., 119 Fed. Rep., 696; Taylor Provision Co. v. Gobel, 
180 Fed. Rep., 938; United States Tobacco Co. v. McGreenery, 144 
Fed. Rep., 531. Aside from such inferences as may be drawn from 
the claimed imitation by defendant of plaintiff's trade-mark, goods, 
and containers, there is no evidence showing fraud or an intent to 
defraud which is an essential element or ingredient of unfair com- 
petition. (Elgin Watch Co. v. Illinois Watch Co., 179 U. S. 665- 
674; Lawrence Mfg. Co. v. Tennessee Mfg. Co., 188 U. S. 537- 
549; Thaddeus Davids Co. v. Davids, 233 U. S. 461-471 4 T. M., 
Rep., 175); and is the controlling factor in some of the decisions. 
Coca Cola Co. v. Gay-Ola Co., 200 Fed. Rep., 720; 3 T. M. Rep., 1; 
Brown Chemical Co. v. Meyer, 139 U. S. 540; Industrial Press v. 
W. R. C. Smith Pub. Co., 164 Fed. Rep., 842. 

A thorough and painstaking examination of the large volume of 
testimony and the many exhibits in this case and a careful study 
and review of the applicable authorities lead to the conclusion that 
defendants have not been guilty of actionable unfair competition in 
trade. 

A decree will be entered in each case dismissing the bill of com- 
plaint, with costs to the defendant to be taxed. 


OuLBAUM Vv. CorREA, ET AL. 
(166 New York Supplement, p. 89) 


New York Supreme Court, Appellate Division, First Department 
July 13, 1917 


TrapE-NaME—ANOTHER’s RicHt To Use—INJUNCTION. 

Where plaintiff sold to his brother his interest in a business 
originally carried on by them under the firm name “Ohlbaum Bros.” 
and the brother later discontinued the business, plaintiff still preserved 
sufficient interest in the name to restrain a casual stranger from using 
it. 
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On appeal from a decision of the Supreme Court, Special Term, 
in favor of defendants. Affirmed. 


Phanor J. Eder, of New York City, for appellants. 
Jerome E,. Katz, for respondent. 


Scott, J.: The pleadings upon which the motion was made 
are a complaint and a demurrer. The case made by the complaint 
is that plaintiff and his brother, Simon Ohlbaum, were once co- 
partners in business under the firm name of Ohlbaum Bros., and as 
such became well and favorably known in the trade; that in 1909 
the copartnership was dissolved, Simon Ohlbaum purchasing all of 
plaintiff's interest in and assets of the business. By the dissolution 
agreement it was stipulated that said Simon Ohlbaum should “have 
the right and privilege to continue the business and the old firm 
name of Ohlbaum Bros.” Simon Ohlbaum died in 1916, and since 
that time no person or corporation has acquired the right to use the 
name Ohlbaum Bros.; notwithstanding which, the defendant, no 
one of whom is named Ohlbaum, have used the name Ohlbaum Bros., 
as their trade name is carrying on business. 

Upon this state of facts, admitted by the demurrer, we think 
that plaintiff is entitled to injunctive relief against defendants’ ap- 
propriation of the name. Even after a man has surrendered to another 
the right to use his name in business, he still preserves sufficient 
interest in it to prevent its use by any casual stranger. Of course, 
there may be circumstances under which the defendants can justify 
the use of the firm name in question. If these are alleged, they will 
constitute a possible defense to the action. But no such circumstances 
are pleaded, and we may not call upon our imagination to supply 


them. All we have to consider is the complaint; and confining our 


attention solely to that, and not undertaking to anticipate any de- 
fense which may hereafter be pleaded, we think that the order ap- 
pealed from is right. 

Order affirmed, with $10 costs and disbursements to respondent, 
with leave to appellants to withdraw the demurrer and to answer 
within 20 days, upon payments of all costs to the date of service 
of the answer. Order filed. All concur. 
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GoopMAN Suirt Waists v. F. Goopman, Inc. 
New York Supreme Court, Special Term 


March 1, 1917 


Unram CompetTiTion—TraApDE-NAMES—INJUNCTION. 
Defendant is not entitled to use the name “Goodman” in a busi- 
ness similar to that of the plaintiff, when the latter was the first to 


use the name, unless in such form as to reasonably preclude confusion 
between the parties. 


On motion for preliminary injunction. 


Bloomberg & Bloomberg, of New York City, for plaintiff. 
Abraham J. Halprin, of New York City, for defendant. 


Horcukiss, Judge: I am satisfied that the defendant’s corpo- 
rate name, the location of its place of business and its method of 
conducting business were all part of a scheme to unfairly complete 
with plaintiff. There are certain distinctions to be observed be- 
tween the case of an individual and a corporate defendant in cases 
of unfair competition, but, on the whole, I concur in the conclusions 
of Mr. Justice Cohalan in Henry Romeike, Inc. v. Albert Romeike 
& Co., Inc. |7 T. M. Rep. 16]. Defendant will be restrained from 
using its present corporate name in the business of making or vend- 
ing shirt waists, skirts, tub dresses and other articles of clothing 
dealt in by plaintiff, and as well from using in such business any 
other corporate name in which the name Goodman appears unless 
in such form and under such circumstances as to preclude the rea- 
sonable probability that the corporation will be confused with plain- 
tiff. Bond, $250. Settle order on notice. 





Se.tia Poryscore Co., Inc. v. MuruaL Fitm Corporation & ANO. 
New York Supreme Court, Special Term 
May 1, 1917 
Unrair ComMpEeTITION—SIMILARITY IN TITLES—ABSENCE OF DECEPTION. 


The owner of a photoplay may not restrain the production by a 
competitor of a photoplay with a similar title, where the evidence 
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showed that no confusion existed in the minds of the public as to the 
difference in the plays themselves. The name “The House of a Thou- 
sand Candles” is not so similar to the title “The House of a Thousand 
Scandals” as to deceive a person making a natural and ordinary use of 
his senses. 


In equity, on final hearing. Decree for defendant. 


Nathan Burkan, of New York City, for plaintiff. 
Herbert P. Luce, of New York City, for defendant. 


PENDLETON, Judge: This is an action brought to enjoin de- 
fendants from using as the name or title of a photoplay “The House 
of a Thousand Scandals.” Plaintiff, under permission from the 
author or his assignee of a novel entitled ‘““The House of a Thousand 
Candles,’ produced or made a film for a picture play following 
the story and incidents set forth in the novel, and about August, 
1915, commenced exhibiting such moving picture play under the 
name of “The House of a Thousand Candles.” Defendants or their 
predecessors in interest made a film for a picture play with the title 
or name of “The House of a Thousand Scandals,” the story or plot 
of which is not taken from or based on the story of the novel, and 
proposes to exhibit the same under the above name. Both parties 
have expended considerable sums of money and extensively ad- 
vertised their productions under the respective names aforesaid. 
The action is in equity to restrain and prevent unfair competition. 
Although there is evidence as to copyrights secured, the cause of 
action does not arise thereunder, and such facts are only material as 
showing the history of the case. The gist of the action is that the 
public is liable to be misled or deceived (Ball v. Broadway Bazaar, 
194 N. Y. 435; Klaw v. General Film Co., 154 N. Y. S. 988 
[5 T. M. Rep. 99]). The plays themselves are entirely dissimilar. 
The words and language of the respective titles are to some extent 
descriptive of the two plays and the differences in the plots. Plain- 
tiff advertises its play as taken from the novel. There is nothing, 
either in word or similarity of design in defendants’ advertisements 
of its play, outside of and apart from the alleged similarity in the 
name or title, tending to show or suggest that defendants’ play 


was taken from the novel or is in any way similar to plaintiff's play, 
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and there is no evidence that any one has been misled or any con- 
fusion occasioned between the two productions. In fact there is 
some evidence that there has been no such confusion and that the two 
plays have been exhibited in the same theatres at different times, a 
circumstance going to show that they have been regarded and 
treated as distinct and different exhibitions. Even if it be assumed 
that the title, “The House of a Thousand Candles,” is not descrip 
tive, but an arbitrary or fanciful title, the use of which as a trade 
name will be protected, where the unfair competition is based on 
alleged similarity, the resemblance must be such as to deceive a 
person making natural and ordinary use of his senses (Munro vy. 
Tousey, 129 N. Y. 38). While there is some similarity here as 
idem sonans, the words, “Candles” and “Scandals” have respect- 
ively well defined meanings and represent entirely different con- 
ceptions. As defendants’ title is not in terms misleading, and there 
is no evidence that anyone has been mislead or that any confusion 
has been created, it cannot be said that it is calculated to deceive 
or that deception or confusion is probable, and as defendants have 
not been shown to have done any other acts tending or liable to 
deceive or mislead, a case for an injunction has not been made out. 
Judgment for defendants. Findings signed. 


Maurice 8S. Dessau v. Dana Dessau 
New York Supreme Court, Special Term 


June 1, 1917 


Unrarr CoMPeTITION—MIsLEADING Use oF TrapE-NAME—INJUNCTION. 

Where plaintiff, as joint owner with his brother, the defendant, 
of a corporation formed to continue their deceased father’s business 
under the name “S. Dessau’s Sons”, retires to conduct a similar busi 
ness and subsequently purchases from the successors of the said cor 
poration the exclusive right to the use of such trade-name, said plain 
tiff can restrain defendant from giving out that he is the successor of 
“S. Dessau’s Sons”, and from appropriating any orders or business 
intended for the plaintiff. 





MAURICE 8. DESSAU V. DANA DESSAU 


In equity, on final hearing. Judgment for plaintiff. 


Louis S. Posner, of New York City, for plaintiff. 
Blair, Zalkin & Cohen, of New York City, for defendant. 


GiecericH, Judge: Upon the plaintiff's application for an in- 
junction before trial, certain facts are undisputed. The plaintiff's 
father, up to the date of his death in 1904, was engaged in buying 
and selling hard carbon materials for the points of drills and similar 
uses. After his death, a corporation, known as “S. Dessau’s Sons,” 
was formed to carry on the business. Part of the stock was owned 
by the plaintiff and part was owned by his brother, the defendant. 
In 1914 the plaintiff retired from the company and established and 
has since conducted his own business, similar in all respects to the 
business of the corporation. In 1915 the corporation, which had in 
the meantime been carried on by the defendant, as its sole stock- 
holder, became insolvent and the sole and exclusive right to use the 
name as a business or trade-name, with other assets of the corpora- 
tion, were sold and the purchaser in turn resold to the plaintiff the 
assets thus purchased, including the exclusive right to use the said 
name “S. Dessau’s Sons.’’ After acquiring such rights, the plain- 
tiff began doing business under that name and is still doing so. The 
defendant has opened an office in the same building in which the old 


corporation of S. Dessau’s Sons had been in business and used the 


old stationery of that corporation which was left over, having his 


own name stamped above it, obscuring but not entirely blotting out 
the final letter of the word “Sons,” so that his stationery then bore 
the following words: “D. Dessau’ and underneath the additional 
designation “D. Dessau’s Son.”’ He also had printed at the bottom 
of the stationery these words: “Please make note of change from 
Sons to Son.” A large number of communications are annexed to 
the papers as exhibits showing the confusion that has resulted; 
some communications intended for the plaintiff being received by 
the defendant and vice versa. So far as concerns the plaintiff's 
sole right to use the name “S. Dessau’s Sons,” I have come to the 
conclusion that he has not such an exclusive right. In Seagrist 
House Wrecking Corp’n v. F. W. Seagrist, Jr., Co., after a full re- 
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view of the authorities it was held by Mr. Justice Fincu that an at 
tempted sale in bankruptcy of a corporate name and good will does 
not prevent the corporation, upon being discharged in bankruptcy, 
from continuing business under its own name. The defendant, as 
the owner of all the stock of that corporation, would seem to have an 
equal right. He is not, however, attempting to exercise that right, 
but is doing business under his own name, adding the words 
“S. Dessau’s Son, which are true and express a fact which he is 
entitled to make known to the public in view of his father’s long 
experience in the same line of work. So far as concerns his acts 
indicating that his present business is the former business of 
“S. Dessau’s Sons,” the defendant should be enjoined from doing so 
as the plaintiff has the right to hold himself out to the world as the 


successor of “S. Dessau’s Sons” (Seagrist House Wrecking Corp’n 


v. F. W. Seagrist, Jr., Co., supra). The plaintiff also has the right 
to hold out to the public that he is the purchaser of the good will of 
the corporation (Seagrist House Wrecking Corp’n v. F. W. Seagrist, 
Jr., Co., supra). The motion will be granted, without costs, to the 
extent of enjoining the defendant from holding himself out as the 
successor to “S. Dessau’s Sons’ and from appropriating or attempt- 
ing to appropriate to himself any orders or business intended to be 
sent to the plaintiff as the successor of the good will of the corpora- 
tion, upon the plaintiff giving security in such form and sum as 
shall be provided in the order to be entered hereon on the usual 
notice of settlement. 


CotumBiA CuHemicaL Works v. Roya CHemicaL Works 
New York Supreme Court, Special Term 
June 26, 1917 


Unramr CompetitioN—SiMiLarity oF TrapE-NAMES—ABSENCE oF De- 

CEPTION. 

The name “Parchen’s” used by defendant on ammonia of its manu- 
facture, is not so similar to the name “Parson’s”, employed on like 
goods, as to constitute unfair competition where the main features of 
the respective labels are materially different. 


” 





COLUMBIA CHEMICAL WORKS V. ROYAL CHEMICAL works 513 


Unrairk Competition—Ricur to Famity NAME. 

A manufacturer has a right to use his own name to designate his 
product, if he does so honestly and in such a way as not to deceive the 
public: and he may give a corporation with which he is connected 
the right to so use it. 


In equity, on final hearing. Decree for defendant. 


Wetmore & Jenner, of New York City, for plaintiff. 
Elfers & Abberley, of New York City, for defendant. 


LeuMAN, Judge: The plaintiff has since many years manu- 
factured and sold ammonia under the designation of ‘Parson’s 
Household Ammonia.”” The defendant has since its organization 
in 1906 manufactured and sold ammonia under the designation of 
“Parchen’s Borated Ammonia.” The defendant corporation was 
organized in that year principally by members of the Parchen 
family. The Parchens had previously thereto, viz., in 1901, bought 
from one Nordenbrook an ammonia business which had been con- 
ducted under the name of the Royal Chemical Works, and from 
1901 to 1906 the Parchens conducted the business under the same 
name, but sold their product under the name of ‘“Parchen’s Borated 
Ammonia.” They certainly had a right to use their own name to 
designate their own product provided they did so honestly and in 
a manner not calculated to deceive the public, and they could give 
the corporation with which they were connected the right to use 
their name in the same way. The plaintiff claims, however, that 
the defendant is using the name “Parchen’s Ammonia” on labels 
and bottles which are calculated to cause confusion and to create 
unfair competition with its own better known and more generally 


used product. The name “Parchen’s” of course sounds somewhat 


like ‘“‘Parson’s,’ and some resemblances can undoubtedly be pointed 


out between the two labels, but these resemblances seem so slight 
compared with the great differences that I cannot find that the de- 
fendant’s label is calculated to deceive or, in fact, could deceive or 
confuse even a careless purchaser. Judgment for defendant dis- 


missing complaint, with costs. Findings passed upon. Submit 
complete set. 
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JoHN Harvey KELLOGG, ET AL. v. KELLoGG Toastep Corn Fiake 


Co., A MicHiGAN CorPORATION, ET AL. 
Michigan Circuit Court 
Calhoun County, July 27, 1917 


Unram Competition—Use or Famiry NAME—AcQUIESCENCE—EstopPe! 
Where plaintiff, engaged in the manufacture of certain cereal pro 
ducts with his brother, the defendant, as managing partner, acquiesced 
for several years in the use of the latter’s facsimile signature on the 
package, and later sold to the defendant his interest in the business, 
and engaged in a similar business, without reserving any right to the 
use of his name therein, he is thereby estopped from any claim to th 
exclusive use of the said name or from claiming any damages resulting 
from its use by defendant. 
Unrair Competition—Trape-NAmE—ContractvuaL Riguts In—BEArRING 
or Decision IN OpiosiTION PROCEEDINGS. 

In the case at issue, where plaintiff has by contract, conveyed 
to defendant the right to the use of their common name as a trade- 
name, reserving to himself only a restricted right therein, he forfeits 
all claim to its exclusive use, notwithstanding a court decision in a 
trade-mark opposition alleged to be in support thereof. 

Unratrr Competition—Trape-NamMe—Restricted Use Unpber Contract 

—INTENT. 

Where the said plaintiff bound himself under contract not to use 
the name “Kellogg” on flaked cereal foods within the United States, 
it follows that he thereby reserved to himself the exclusive right to such 


use in foreign countries, although not on goods other than the foods 
mentioned. 


In Equity. Complaint dismissed with costs. For decision of 


District of Columbia Court of Appeals (in which these parties were 
concerned, see 7 T. M. Rep., page 324). 


Fred L. Chappell, of Kalamazoo, Michigan, and Ira Beck, oi 
Battle Creek, Michigan, for the plaintiffs. 

W. H. C. Clark, of New York City, and John W. Bailey, of 
Battle Creek, Michigan, for defendants. 


Water H. Nortu, J.: This is a suit in which the parties 
on each side are seeking injunctive relief relative to trade rights, 
trade name, etc. The bill of complaint was filed by Dr. John Harvey 
Kellogg and he has joined with him as plaintiffs two corporations 
of which he is practically the sole owner. Thus it will be seen that 


Dr. Kellogg is the only party who has a substantial interest as a 
plaintiff in the case. 
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The bill is drawn in such fashion that it is almost impossible 
to make a complete and fair statement of the allegations therein 
contained without copying it in full. The relief sought is set forth 
in a prayer which covers five pages of typewritten matter, but in 
so far as this relief is other than preliminary or temporary injunc- 


tive relief, it may be summarized as follows: 

The plaintiffs seek to have the defendants restrained. 

(A) From marketing Toasted Bran Flakes under the name of 
“Kellogg’s.” 

(B) From making use of plaintiffs’ secret and confidential 
formulae and processes in the manufacture of candies, chemicals, 
drugs, remedies and surgical or medical appartus in competition with 
the plaintiff. 

(C) As to the defendant, Kellogg Toasted Corn Flake Co., 
from in any way marketing any food other than Toasted Corn Flakes 
or Toasted Corn Flake Biscuits under the name of “Kellogg” or 
“Kellogg’s,” or with the name of “Kellogg” used as a part of the 
name of the food or of the name of the company selling the same 
within the United States or any foreign country; and that like re- 
lief be granted as to all the defendants other than the Kellogg 
l'oasted Corn Flake Co. as to the use of the name “Kellogg” on any 
food, candies, or remedies, etc. within the United States or any for- 
eign country. 

(D) From marketing Toasted Corn Flakes or Toasted Corn 
Flake Biscuits under the name of “Kellogg” or “Kellogg’s” in any 
country other than the United States. 

(E) From asserting exclusive right to the name “Kellogg” as 
ipplied to foods, candies, chemicals, drugs, remedies, surgical ap- 
pliances and apparatus, and apparatus for the treatment of diseases ; 
ind from bringing any suit against the plaintiffs or asserting such 
right or rights. 

(F) From using the name “Kellogg” as a part of corporate 
names of the following defendants,—The W. K. Kellogg Cereal Com- 
pany, Kellogg Candy Company and Kellogg Laboratories; and that 


the personal defendants be restrained from incorporating companies 
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having the word “Kellogg” in or as a part of the name, and en 
gaging in business in competition with the plaintiffs. 
The balance of the prayer for relief is for an accounting, for 


award of damages, for an assignment of trade-mark registrations of 
the word “Kellogg” which are now held by the defendants and for 
general relief. 

After answering the bill of complaint, the defendants have se' 
forth affirmative matter in a cross-bill wherein they allege that they 


are the possessors of the right to use the word “Kellogg” or ‘Kel 
logg’s”’ as a trade name, and further that in so far as the plaintiffs 
or either of them are seeking to use such trade name in connection 
with the marketing of food products, the rights of the defendants are 
being violated. A lengthy and detailed prayer for relief is set forth 
in the cross-bill by which the defendants, and particularly the Kel- 
logg Toasted Corn Flake Company, seek the aid of the Court in b: 
ing protected in the alleged exclusive right to the use of the word 
“Kellogg” or “Kellogg’s” as a trade name in connection with th: 
manufacturing and marketing of food products. 

It appears from the record in this case that the Battle Creek 
Toasted Corn Flake Co., which was a predecessor of the Kellogg 
Toasted Corn Flake Co., was incorporated on the 19th day of Feb- 
ruary, 1906. For many years prior to this date Dr. John H. Kellogg 
and Will K. Kellogg, who are brothers, had been engaged in thi 
manufacture and sale of various food articles. During the early 
vears of their activities in these lines, the business was more or less 
closely associated with and carried on in connection with the Batt): 
Creek Sanitarium. Dr. John H. Kellogg has been the superintend 
ent and acknowledged head of this institution for upwards of forty 
vears. He has made extensive studies and gained a wide repute as 
a dietetician; and it was his effort along these lines which was the 
primary cause of these brothers developing and in a limited way 
marketing many so-called health food products. 

On the 21st day of January, 1899, Dr. Kellogg caused the or 
ganization of the Sanitas Nut Food Co. Ltd. He became the holder 
of all the stock in this association with the exception of two shares. 


one of which was held by W. K. Kellogg. At the time of the or- 
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ganization of this company a contract was entered into between it 
and W. K. Kellogg and also a contract was entered into between Dr. 
Kellogg and W. K. Kellogg. By the terms of these contracts W. K. 
Kellogg became the general manager of the affairs of this company 
for a period of 20 years and in consideration thereof obtained the 
one-fourth interest in the profits of the business of said company. 


The food propositions in which these men were interested were de- 
veloped from time to time. Ultimately one portion of the food be- 
came known as the Sanitarium line, while another portion, which 
was manufactured by the Sanitas Nut Food Co. Ltd. was known as 
the Sanitas line. This line of demarcation, however, seems to have 
been comprehended only by those who were in close touch with the 
management of the food business of these parties. All of these foods 
or at least for the most part) were placed upon the market under 
the trade-name of ‘“‘Sanitas.’’ One portion of the foods manufactured 
by the Sanitas Nut Food Co, Ltd. was made from nuts; and some- 
where about the year 1903 there was placed on this line of prod- 
ucts the expression ‘““None Genuine without the Signature of Will 
K. Kellogg.’ This was done by an arrangement which was mutually 
satisfactory to all parties concerned; but just why it was done does 
not very clearly appear from the records in this case. It does 
appear without dispute from the testimony that Dr. John H. Kellogg, 
at this time and for some years thereafter, insisted that his name 
should not be used in connection with the manufacture and sale 
of food products; giving as his reasons therefore that his standing 
as a physician would be impaired and he would be charged with un- 
professional conduct if he allowed his name to be commercialized. 
In any event the name of Dr. John H. Kellogg as such, was never 
intentionally developed along commercial lines in connection with 
the affairs of the Sanitas Nut Food Co. Ltd. The only way in which 
the name “Kellogg” appeared in direct connection with the com- 
mercial affairs of this company prior to 1902 or 1903 was by the 
use of the individual name Will K. Kellogg, and in the most part by 
the rather inconspicuous use of the facsimile signature of Wiil K. 
Kellogg upon the labels applied to the nut foods, as above indicated. 
At no time was this facsimile signature of Will K. Kellogg applied 
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to the flaked cereal foods marketed by the Sanitas Nut Food Co. 
prior to the development of the business of the Battle Creek Toasted 
Corn Flake Co. 

In 1905 or early in 1906 it became evident that the Toasted 
Corn Flakes, which had been developed and marketed by the Sanitas 
Nut Food Co. Ltd. was very probably a success as a commercial prod- 
uct. On the 22d day of January, 1906, Dr. John H. Kellogg ex- 
ecuted a proposition in writing (Exhibit C attached to defendants’ 
cross-bill) whereby he proposed for a specified consideration to 
transfer to a corporation to be organized the secret formulae and 
processes relative to and the exclusive right to manufacture and sell 
“Toasted Corn Flakes,’ and “Toasted Corn Flake Biscuits,’ to- 
gether with the generai business and good-will incident thereto. On 
the 8th day of February 1906, the proposition of Dr. Kellogg was 
duly accepted by Chas. D. Bolen and Will K. Kellogg. Thereafter 
and on the 19th day of February 1906 the Battle Creek Toasted 
Corn Flake Co. was incorporated substantially in accordance with 
the provisions contained in the proposition above referred to; and on 
the 5th day of March, 1906, Dr. Kellogg executed a bill of sale (Ex- 
hibit E attached to cross-bill) which in effect carried out the terms 
of the propositions of sale theretofore made by Dr. Kellogg, limiting, 
however, the business to the United States—a provision which 
was not embodied in the original proposal. 

The Battle Creek Toasted Corn Flake Co. immediately began 
to manufacture and sell Toasted Corn Flakes. The trade-name by 
which the product was known on the market was “Sanitas,” the 
same as it had been known before the transfer of this portion of the 
business by the Sanitas Food Co. Ltd. through Dr. Kellogg’s con- 
tract. The only way in which the word Kellogg was used at this 
time in connection with the manufacture and sale of Toasted Corn 
Flakes was by using the expression—“None genuine without the 
signature W. K. Kellogg.” The product was marketed under the 
trade-name “Sanitas” until 1907. While the facsimile signature 
“W. K. Kellogg” was placed upon the cartons of the Battle Creek 
Toasted Corn Flake Co. practically at the beginning of its business, 
the food manufactured and sold by it was not known or designated 
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under the trade-name “Kellogg” or “Kellogg’s” until May or June 
1907. At that time the name “Kellogg” as a trade-name was con- 
spicuously placed upon the cartons of the Toasted Corn Flake Co. 
(to which the name of the Battle Creek Toasted Corn Flake Co. had 
been changed, May 16, 1907). And from that time on “Kellogg” 
or ‘“Kellogg’s” was continuously and extensively used as the desig- 
nating name of the Corn Flakes manufactured and sold by the 
Toasted Corn Fiake Co. 

If Dr. Kellogg expected to claim commercial rights from the 
prestige of the name Kellogg which has arisen incident to the Battle 
Creek Sanitarium and from the doctor’s reputation as the head of 
that institution, it seems passing strange that he never attached his 
name to any of the various food products or to the advertising mat- 
ter incident thereto in such a way as to identify him and his product 
with Dr. John H. Kellogg of the Battle Creek Sanitarium. In other 
words, the fact that Dr. Kellogg did not before 1908 identify him- 
self as Dr. Kellogg with any of his commercial products, is incon- 
sistent with his present claim that the word “Kellogg” as used in- 
cident to these manufactured products necessarily means “Dr. John 
H. Kellogg.” In coming to this conclusion I have not overlooked 
the fact that in a very small way Dr. Kellogg’s name may have been 
published in France or Germany in connection with the manufacture 
of certain food products. 

The case at bar is not like the Sebastian Kneipp case (82 Fed. 
321) cited on page 44 of plaintiffs’ brief, because there, the Rev. 
Kneipp had not only gained authority in connection with a Sani- 


tarium and relative to his system of dietetics, his writing, etc., but 


“the plaintiffs under his approval and supervision prepared and put 


on the market a malt coffee and obtained the right from him to use 
his name, portrait, or signature. The word ‘Kneipp’ and his por- 
trait and signature were registered in the United States and other 
countries.” In other words this case presents a situation where the 
man whose name was involved was not only famous as a dietetician 
ete., but a business was actually organized and developed around that 
name, even going so far as to register the name. 


Letters by Dr. Kellogg, as well as other items of evidence in 
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this case, show quite conclusively that the name Kellogg was com- 
mercialized not by Dr. Kellogg, but in spite of him. Exhibit p. 226 
is a letter written by Dr. Kellogg on the 17th day of July 1908 
in which he stated, “while my reluctance to allow my name to be 


used in a commercial way is just as strong as it ever was, the fact 


that it has to all intent and purposes been so widely used, has finally 


led me to make up my mind to accept the situation and to in some 
way identify my name with all my food products as the only way 
by which they may be protected.’ Also in another letter dated July 
23, 1908 (Exhibit D-325), Dr. Kellogg stated relative to the use 
of “Kellogg’s” by himself and his associates:—“‘at the present time 
the action that has been taken by the Kellogg Food Co. has not gone 
far enough to work any mischief whatever to the Toasted Corn 
Flake Co. and might be recalled if circumstances justify such 
action.”” It should be borne in mind that this letter was written at 
a time when the Toasted Corn Flake Co. or its immediate prede- 
cessors had already spent millions of dollars in a consistent and 
persistent effort to commercialize the name “Kellogg” and to make 
it a distinguishing name by which the products of that company 
should be known to the trade. 

On this phase of the case it is worthy of note that in all of the 
negotiations, propositions, or contract, (so far as the same appear in 
writing) which refer to the sale of the product Toasted Corn Flakes, 
the word “Kellogg” or ‘“Kellogg’s,” as a trade term or asset was 
not mentioned. Nothing was said as to the vendor reserving the 
right to use these words on account of their commercial value, nor 
was anything said by which the right to use the same was granted 
to the vendees, nor was such right denied to them. The trade-name 
feature of these transactions seems to have been embodied in the 
word “Sanitas.” If at that time the word “Kellogg’s” had any trade 
significance or value it seems certain to me that the rights which 
were granted or withheld relative thereto would have been specified 
or at least referred to in some way in the documents which were 
then being promulgated between these parties and having to do with 
rights of this very character. The bill of sale executed at the time 
by Dr. Kellogg, recites that said Toasted Corn Flakes were known 
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“under the trade-name Sanitas” (See Paragraph 10—Bill of Com- 
plaint.) Surely, if this comparatively new product of the Sanitas 
Co. was thus known to the trade, its older products which had been 
marketed for years “‘under the trade-name Sanitas’” must have also 
been known to the trade as “Sanitas,”’ and if this is true, it is evi- 
dent that the products in the manufacturing and marketing of which 
Dr. Kellogg was interested were not at that time known to the 
trade as “Kellogg’s.” 

Dr. Kellogg made and filed in the former case an affidavit in 
which he said—‘‘This deponent says that at the time of the trans- 
fer to the Battle Creek Toasted Corn Flake Co. of the business, the 
product was known as Sanitas Toasted Corn Flakes, and the word 
‘Kellogg’ was not connected with it in any way.” * * * “Deponent 
further says that before and about the time of the organization of 
the Battle Creek Toasted Corn Flake Co.—W. K. Kellogg requested 
this deponent to permit the use of his, deponent’s name in the name 
of the product instead of Sanitas. He argued that it was necessary 
to head off imitators, but deponent declined to allow such change, 
and insisted that the word Sanitas or any other distinctive word 
would accomplish this as effectively as the use of the word Kellogg, 
and that he could not permit the use of the word Kellogg because 
it would make use of and thus jeopardize his personal and profes- 
sional standing. Deponent called W. K. Kellogg’s attention to the 
fact that he had never permitted such use of his name and would not 


> 


consent to do so.” ‘The italic portion of the above quotation from 
Dr. Kellogg’s own sworn statement seems conclusive enough that 
at the time of the organization of the Battle Creek Toasted Corn 
Flake Co. (1906) the name Kellogg had not acquired much notoriety 
or become very well established as a trade-name in connection with 
cereal foods. 

It would be useless to enumerate here all of the things de- 
veloped at the hearing of this case which go to prove quite conclu- 
sively that it was the Kellogg Toasted Corn Flake Co. and its prede- 
cessors which first adopted and established as a trade-name the word 


“Kellogg” or “Kellogg’s’’; but I am convinced that this as a fact 
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which has been established in this record beyond any reasonable 
question. 

If, however, it is to be conceded that there is some question as 
to the priority of rights in this trade-name, still I am of the opinion 
that there is another phase of this controversy which must necessarily 
bring one to a conclusion adverse to the plaintiffs’ claim upon the 
theory that Dr. John H. Kellogg has conducted himself in such a 
way relative to the commercial use of this name by the Kellogg 
Toasted Corn Flake Co. that he is now estopped from assuming a 
contrary position; or to say the least he should be denied equitable 
relief of the character which he is now seeking for himself and his 
companies. 


As bearing upon this phase of the case one can not overlook the 
fact that at the time of the original sale of the Toasted Corn Flake 
interests, the Battle Creek Toasted Corn Flake Co. was organized 
with a capital stock of Two Hundred Twenty-five Thousand Dollars 
($225,000). Dr. Kellogg became the owner of more than one-third 
of the stock, and for a considerable time continued to have the largest 
holdings of any individual in this company. Immediately after its 


incorporation in 1906 this company began to use the signature of 
W. K. Kellogg upon its packages and has always continued to do so. 
While I am of the opinion that using this name in this way whil: 
the packages bore the name “Sanitas” as a trade-name, would not 
vest in the company a commercial right in the name “Kellogg” ; still 
it is quite evident that such a use of the name “Kellogg” by the 
newly organized company (in which Dr. Kellogg was a director 
and the largest stockholder) without protest by Dr. Kellogg ought 
at least to create in that company rights equal to any which could 
be claimed by the Sanitas Food Co. or Dr. Kellogg growing out 
of a similar use. 

But following this use, and within a very few months, the word 
“Sanitas” was entirely supplanted by the word “Kellogg’s” as 2 
designating name of the products of the Toasted Corn Flake Co. Dr. 
Kellogg was an officer of this company and still a very large stock- 
holder. at a time when that company was spending hundreds of thou- 
sands and perhaps millions of dollars in creating and strengthening 
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its trade rights in this name. Dr. Kellogg never made anything like 
a genuine protest in regard to such action on the part of this com- 
pany. It will not do for him to claim that he was helpless in this 
regard; because, if he had the rights in this name at that time which 
he now claims, he had his remedy in the court which was equally 
as available to him at that time as it was when this suit was started. 
The record discloses that Dr. Kellogg was not unfamiliar with court 
proceedings of this character at that time, but on the contrary he 
knew that courts could and would protect such rights. 

Instead of protesting as to this use and development of the name 
“Kellogg” by the Toasted Corn Flake Co., or instituting legal pro- 
ceedings, Dr. Kellogg’s conduct was all to the contrary. On the 8th 
day of July 1908, Dr. Kellogg as a director of the Toasted Corn 
Flake Co. offered a resolution relative to starting certain litigation, 
the purpose of which was to protect and preserve in that company, 
the right to use the name “Kellogg” as a trade-name. In September 
of that same year he offered a resolution whereby the authorized 
capital stock of the Toasted Corn Flake Co. was increased to a mil- 
lion dollars and a stock dividend was declared in which Dr. Kellogg 
participated to the extent of many thousands of dollars. This stock, 
as well as all of his other holdings in the Toasted Corn Flake Co., 
was disposed of by Dr. Kellogg; and from such sales he realized 
upwards of a quarter of a million of dollars. By this litigation 
Dr. Kellogg seeks to take from the purchasers of his stock and the 
other defendants herein practically all of the benefits which have 
accrued to them from the course of conduct in which Dr. Kellogg 
acquiesced and which made it possible for him to reap large benefits 
by disposing of his stock in the manner indicated. 

To me it seems so plain as to need no argument, that Dr. Kel- 
logg’s conduct in the particulars just above recited, has been such 
that after he has wholly disposed of his own interest in the Toasted 
Corn Flake Co., he cannot be heard to say that he is entitled to 
equitable relief to the extent and character sought in this case, re- 
gardless of who, in some limited way, may have had the prior com- 
mercial rights in the name “Kellogg.” 


It may be a question if what is between the lines in the case, 
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does not convince one that the first use of the signature W. K. Kel- 
logg was an attempt by all parties concerned to get the benefit of 
Dr. Kellogg’s reputation as a dietetician and as the well-known head 
of the Battle Creek Sanitarium but at the same time avoid actually 
using his name so as to save Dr. Kellogg from a charge of unpro 
fessional conduct. But even if that is true the conduct of Dr. Kel 
logg above recited should now estop him from claiming that he de- 
veloped the trade name “Kellogg” and has the primary rights 
therein. 

The consideration of the case thus far has been principally on 
the basis of matters as they had developed on or before the 18th 
day of July 1908 at which time the business of Dr. Kellogg and his 
associates was transferred to a newly incorporated company which 
bore the name “Kellogg Food Co.” On the 17th day of December 
following, this name was changed to “The Kellogg Food Co.” It is 
the claim of the plaintiffs that this new organization was created 


under this name for the purpose of enabling them to secure and 


preserve to themselves the commercial rights which they claim to 
have had in the name “Kellogg.” Among other things, this new 


company placed upon the market Toasted Rice Flakes; and the con- 
tainers in which this product was sold (after some changes) bore 
the name “Kellogg” as a distinguishing feature. Evidently in an 
effort to meet this situation the Toasted Corn Flake Company, on 
the 16th day of May 1909 changed its name to “Kellogg Toasted 
Corn Flake Co.” Confusion in trade naturally resulted and in 1910 
the Kellogg Toasted Corn Flake Co. instituted a suit against The 
Kellogg Food Co. et al. whereby it was sought to adjudicate the 
conflicting trade rights of the parties. 

While this suit was pending the parties entered into a contract 
on the 15th day of February 1911, and the construction to be given 
this contract is a matter of controversy in this suit. However, what 
has been heretofore said in this finding practically disposes of 
this question. In other words, it is a necessary conclusion arising 
from the testimony in this case, in my judgment, that the commer- 
cial term “Kellogg” as applied to food products originated with the 
Kellogg Toasted Corn Flake Co. or its predecessors, and now be 
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longs to the Kellogg Toasted Corn Flake Co., subject only to the 
rights obtained by two of the plaintiffs under the contract of Feb- 
ruary 15, 1911. 

It seems to me that the construction of this contract contended 
for by the plaintiffs is entirely unwarranted in view of the wording of 
the contract and the circumstances under which it was executed; 
and such a construction would greatly broaden the scope of this 
contract, which was prepared under the supervision of able counsel 
who is not at all in accord with the plaintiffs in this case as to what 
this contract was intended to do. In the litigation which was then 
pending and which was to be terminated by this contract, the parties 
on each side claimed to be the originators of the word “Kellogg’’ as 
a trade-name and each claim the exclusive right thereto. If it had 
been the intent of either party by this instrument to concede that 
the other party would have such rights, it could have been easily 
and plainly so stated; and it could have been and probably would 
have been set forth that the other party in his use of such trade 
name was a mere licensee. The construction that this agreement 
should receive is that it was a commendable effort on the part of 
these brothers to dispose of the pending litigation in which each, 
as just stated, was claiming the exclusive right to the name “Kel- 
logg’”’ as a trade name used in connection with cereal foods. Con- 
cessions were made by each. The Kellogg Toasted Corn Flake Co. 
conceded the right to Dr. Kellogg to use the name in the restricted 
manner specified in the contract; and other than this the unrestricted 
use was conceded to the Kellogg Toasted Corn Flake Co. which paid 
Dr. Kellogg Ten Thousand Dollars ($10,000) for this concession, 
and the suit was thereupon dismissed without costs to either parties. 
That this was the intent of all parties is clearly shown by their im- 
mediate subsequent conduct in their business affairs. And further, 
even before the suit was instituted, as is stated on page 23 of plain- 
tiffs’ Reply Brief,—‘“‘it will be remembered that at that time (1908, 
1909 and 1910) the directors of the Kellogg Toasted Corn Flake 
Co. were meeting at frequent intervals and passing resolutions to 
pay Dr. Kellogg anywhere from Ten Thousand ($10,000) to Fifty 
Thousand ($50,000) Dollars for exclusive rights in his name;” and 
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this and the suit brought to settle the same question resulted in th 
agreement of February 15, 1911. 

In their briefs filed plaintiffs’ counsel have taken the position 
that the recent decision in the Court of Appeals of the District 0; 
Columbia is an adjudication establishing the correctness of their con 
tention as to the construction which should be placed upon this con- 
tract. I do not so understand the decision rendered, but on the other 
hand it appears to me to be simply a determination that the papers 
filed by the opposers in the trade-mark opposition proceedings in 
the patent office are sufficient in form. In any event, I am of th 


opinion that under the facts and circumstances shown in this record, 
the plaintiffs have not established their claim as to the correctness 
of the construction sought to be given to this contract by them. 
In addition to the foregoing finding, it will be only necessary 
to briefly call attention to some particular phases of the case. 
Secret Processes and Formulae. In so far as the plaintiffs 


in this case are seeking relief upon the theory that they are thie 
possessors of certain secret processes or formulae, they have not 
made out a case for the reason that the proofs are entirely lacking 
that would establish any specific secret processes or formulae belong- 
ing to the plaintiffs of which any wrongful use has been made by 
any of the defendants. In their briefs filed, the plaintiffs have in 
sisted that they are entitled to injunctive relief against W. K. Ke! 
logg at least, because of a threatened disclosure of secret processes 
belonging to the plaintiffs; but I do not believe the record in this 
case is such as to necessitate or even justify the granting of this 
particular relief. 

Surgical Devices, Etc. Paragraphs four and five of the bill of 


‘ 


complaint contain allegations concerning “‘surgical devices, and ap- 
pliances and apparatus, and various remedies, compounds and prod 
ucts for use in the treatment of diseases, etc.” and certain relief 
is sought as to this phase of the case. The record is entirely devoid 
of proof which shows any rights of any of the plaintiffs relative | 
such matters which rights have been invaded by any of the d: 
fendants. Without a doubt it is true that, in the event of some of 


the defendants entering this field, Dr. Kellogg would be entitled to 
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injunctive relief; but the facts and circumstances which would entitle 
him to such relief have not been shown in this case. 

Foreign Trade. As to foreign trade, neither of these parties 
have established such rights therein and shown such violations there- 
of as entitles either to injunctive relief. So far as any claim is made 
by the plaintiffs as to an invasion of rights of this character, the 
proofs show that the product being sold on foreign markets by the 
Kellogg Toasted Corn Flake Co. is a product made by a dif- 
ferent process than that in which the plaintiffs claim exclusive for- 
eign rights. The violations of the rights of the Kellogg Toasted 
Corn Flake Co. as to foreign trade seems to me to be not of a seri- 


ous character, and they for the most part are remote in point of 


time and I think are wholly inadvertent. I think it appears very 


clearly from the documentary proofs in this case, as well as from 
other testimony, that in conveying in 1906 “the exclusive right with- 
in the United States of America to manufacture, sell, and deal in 
certain food products commercially known and now on the market 
as Toasted Corn Flakes and Toasted Corn Flake Biscuits, ete.” Dr. 
Kellogg reserved (or at least did not convey) the right to manufac- 
ture and sell those products in the foreign markets, and none of the 
defendants in this case have the right to market in foreign countries 
products manufactured by the same processes or under the same 
formulae. In the agreement of February 1911 the parties of the first 
part agreed not to “use the word Kellogg as a part of the name or 
title or designating words of any flaked cereal food, made or sold by 
them or any of them. This covenant shall cover such use not only on 
containers, but on advertising matter, circulars and all other uses 
of the name in the trade or business of making or selling such flaked 
cereal food.’ It seems of great importance to me that Dr. Kellogg 
interlined or caused to be interlined in this agreement the follow- 
ing:—‘‘the above restrictions relating to the use of the name Kellogg 
refer to such use in the United States only.” 

But this portion of the agreement must be construed in connec- 
tion with the third paragraph wherein the first parties “covenant 
they will not nor shall either of them make Toasted Corn Flakes 


within the United States, and they shall not, nor shall either of them 
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put out Toasted Corn Flakes in containers resembling in general «p- 
pearance those used by the second party.” 

The Kellogg Toasted Corn Flake Co. accepted and acted under 
the terms of this agreement. It manufactured for Dr. Kellogg and 
was a party with him in placing in foreign markets Toasted Corn 
Flakes bearing the name Kellogg and in containers which as to 
design and the subject matter appearing thereon were approved 
and acquiesced in by all parties concerned. I think it follows clear- 
ly that the plaintiffs have now the exclusive right to place upon the 
foreign market in such containers the product referred to in th 
agreement of February 1911, as “Toasted Corn Flakes.” However, 
T do not think it follows that because of its being stipulated in the 
agreemert of 1911 that “the above restrictions relating to the us: 
of the name Kellogg refer to such use in the United States only,’ 
therefore, the plaintiffs have the primary and unrestricted rights in 
the trade-name Kellogg so far as it is to be used incident to foreign 
trade; but I do find they have the right to continue to use it in the 
way it was used by mutual consent following the agreement of 1911. 

Bran. It would clearly follow from what has been said herein- 
before that the plaintiffs are not entitled to the injunctive relief 
sought relative to the marketing of Bran by the Kellogg Toasted 
Corn Flake Co. This is true notwithstanding the fact that the 
plaintiffs were the first to place Bran upon the market under the 
trade-name “Kellogg.” It seems to me the conclusion must | 
reached that in doing this the plaintiffs were expecting to participate 
in the benefits of the advertising of the Kellogg Toasted Corn Flake 
Co.; and to allow the plaintiffs to continue to market this product 
under the name “Kellogg” is to permit it to continue to trail upon 
the advertising of the Kellogg Toasted Corn Flake Co. The legal 
aspect of this phase of the case is not changed by the fact that the 
Kellogg Food Company first used the word Kellogg as a part of its 
corporate name. The situation in this particular in the case at bar 
is the same as in Finney’s Orchestra v. Finney’s Famous Orchestra, 
161 Mich. 286. 

While there is evidently no occasion for so doing, it may b 
stated here relative to the controversy as to whether Bran as mar- 
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keted by these parties is a “flaked cereal food,” I find that it is not. 
The words “flaked cereal food” as used by the parties in the first 


paragraph of the agreement of February 1911 was clearly intended 
to cover what was commercially known as flaked cereal food, and 
Bran certainly would not be included therein. Besides this in the 
same paragraph the parties specifically undertook to amplify and 
make more definite what they meant by these terms when they 
provided therein :—‘‘flaked cereal food to include biscuits made from 
flaked cereals.” If the parties then had in mind the product Bran, 
it seems clear to me they would have referred to the same in this con- 
nection. 

Cero-Vita. The Kellogg Toasted Corn Flake Co. has asked to 
have the manufacture of Cero-Vita by The Kellogg Food Company 
enjoined, it being claimed that this is in fact a corn flake product. 
In my judgment the proofs in the case do not justify this con- 
clusion and the relief sought in this particular should not be granted. 
Cero-Vita, as shown by the proofs, is a food of which only a minor 
portion is made from corn. There is nothing in the name or on the 
packages as placed upon the market by the plaintiffs which would 
in any way tend to mislead or confuse purchasers. Besides a refer- 
ence to the written instruments signed by Dr. Kellogg at the time 
he sold the right to manufacture Toasted Corn Flakes will show 
they specified that the parties had in mind the food product “com- 
mercially known as Toasted Corn Flakes.” I think it is fair to con- 
clude that the parties also had in mind what was “commercially 
known” as Toasted Corn Flakes when they entered into the agree- 
ment of February 15, 1911. Certainly Cero-Vita was never com- 
mercially known as Toasted Corn Flakes. 

Candy, Drinket, Etc. If the defendants have the rights in the 
trade-name “Kellogg” hereinbefore indicated it would follow that 
they have the right to the exclusive use of that name incident to 
such articles of merchandise as candies, health drinks, etc. I think 
it is true as a proposition of law that these articles are of such a 
character as to bring them within the same class and under the same 
protection as cereal food products generally. It would also follow 
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that the plaintiffs are not entitled to the injunctive relief sought 
relative to this phase of the case. 

Deception in Trade. I find that the facts and circumstances 
established by the proofs in this case are such as entitle the defend 
ants to relief whereby the plaintiffs and their agents, servants and 
representatives shall be enjoined and restrained from selling pre- 
pared foods as and for the products of the defendant, Kellogg 
Toasted Corn Flake Co. 

During the course of this litigation so many questions have been 
raised which are incidental to the main issues that it is quite prob- 
able that some of them have not been covered in detail by the fore- 
going finding. If such is the case questions of this character can be 
taken up and disposed of at the settling of the decree. It follows 
from the finding already made, that the plaintiffs are not entitled 
to the relief sought in the bill of complaint and the same should lb: 
dismissed with costs to be taxed. The defendants may take a decree 
granting them relief in accordance with these findings; and it would 
follow that they are entitled to an accounting. However, this litiga- 
tion is of such a character that I think the accounting should be 
withheld until an opportunity has been had to secure a final adjudica- 
tion of the main case; and also that the injunctive relief to which 
the defendants are entitled should be held in abeyance for a suf- 
ficient time after settling the decree to enable the plaintiffs to per- 
fect an appeal, and in the event of an appeal until such time as a 
determination is made by the Supreme Court. 


In Re Hercvutes Powper CoMPpANy 
(241 O. G. 1157) 


District of Columbia Court of Appeals 
February 5, 1917 


1. Trape-Marks—Descriptive Worps—REcGIsTRABILiTyY. 

The registration of a word that is in fact descriptive of the goods 
on which it is used is prohibited by the trade-mark act, notwithstanding 
that it may not be suggestive to a large percentage of the users of the 
goods. 
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Trape-Marxks—Descriptive Worp. 

The word “Infallible” is not registrable as a trade-mark for smoke- 
less powder, as it is descriptive of the alleged qualities of the goods 
and is so used in applicant’s advertising. 

On appeal from a decision of the Commissioner of Patents. 
Affirmed. 


Mr. E. J. Prindle and Mr. W. H. Small, for the appellant. 
Mr. W. R. Ballard, for the appellee. 


Van OrspeEL, J.: This appeal is from the decision of the Com- 
missioner of Patents refusing to register the word “‘Infallible” as 
a trade-mark for “smokeless sporting powder.” 

The decisions of the Commissioner and the Examiner of Trade- 


Marks are based upon the descriptiveness of the word when applied 


to applicants’s goods. Their decisions follow the decision in ex parte 
Sauers Milling Company (129 O. G., 3161) refusing to register the 
word “Infallible” as a trade-mark for flour. 

The provisions of the Trade-Mark Act of February 20, 1905, 


which, in our judgment, stamps the present mark as unregistrable, 


forbids the registration of — 


words or devices which are descriptive of the goods with which they are 
used, or of the character or quality of such goods. 


It will be observed that there is a double inhibition. The word 
or device must not be such as of itself to designate or convey a 
descriptive impression of what the goods are upon which the mark 
is used. It also must not be such as to even suggest any idea or im- 
pression as to the character or inherent or general qualities of the 
goods. As we said in the case In re Central Consumers League, (32 


App. D. C., 523)— 


it was evidently the intention of Congress, in placing these restrictions in 
the Trade-Mark Act, to prohibit anyone from acquiring a property right, 
protected by law in its exclusive use, in a name possessing any inherent 
signification that would, of itself, enhance the sale or value of the article 
or articles to which it may be applied. In other words, it was intended to 
limit the selection to mere arbitrary words or designs, the value of which 
should consist in their becoming fixed in the public mind through continued 
use on the goods of the owner. It was not intended that the mark should 
lend value to the goods, but that the quality of the goods and the reputa- 
tion of the owner should ultimately make the mark valuable as a symbol in 
the connection in which it may be used. 
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The word “Infallible” implies something that never fails and that 

is certain of operation, incapable of error, and free from uncertainty 
or liability to failure. The record contains the advertisement of appel- 
lant in the National Sportsman for 1912, in which the Infallibl: 
brand of powder is described as— 
a dense powder that is absolutely uniform in velocity and pattern. It ji 
water-proof and not affected by climatic changes. Always in perfect con- 
dition everywhere and always reliable—two requisities giving it clear and 
undisputed title—“Infallible.” 

Thus, it appears that applicant uses the word in its descriptiy: 
sense to suggest the quality of its goods. 

Counsel for applicant argued at length that the word is not on 
which would be suggestive of quality to the large percentage of per- 
sons using smokeless powder, and is not such a word as the general 
public would use to describe quality. It is the act of Congress which 
condemns the use of descriptive words; hence, it matters not that 
it may not be suggestive to a large percentage of the users of goods 
on which it is placed. If descriptive at all, the act forbids its regis- 
tration. A descriptive word in a foreign language, though meaning- 
less to the public generally, would fall within the statute, since it is 
the real signification of the word or device, and not the idea whicli 
it may or may not, convey to the general public, which brings it 
within the act. 

The decision of the Commissioner of Patents is affirmed, and 


the clerk is directed to certify these proceedings as by law required. 
Affirmed. 


E. Myers Lyre Company v. THE SiINcLain MANUFACTURING 
CoMPANY 
(241 O. G. 1159) 


District of Columbia Court of Appeals 
February 5, 1917 


1. Trape-MarKks—SiMILarity. 
A trade-mark used on powdered lye, consisting of the representa- 
tion of a shed in which a slaughtered hog is hanging, with three live 
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hogs shown in an adjoining sty, is deceptively similar to a representa- 
tion of a live hog when used on the same goods. 


TravE-Marxs—Opposition—Use or PREDOMINATING FEATURE or RIvAL’s 
Mark. 


An opposition filed by an applicant who has used for fifteen years 
as a trade-mark the representation of a live hog should be sustained 
as against a competitor who has deliberately incorporated as the pre- 
dominating feature of his mark that of appellant. 


On appeal from a decision of the Commissioner of Patents. 
Reversed. 


Mr. F. R. Cornwall, Mr. L. S. Bacon, Mr. C. S. Butler, and 
Mr. J. H. Milans, for the appellant. 
Mr. C. W. Owens and Mr. G. E. Tew, for the appellee. 


Ross, J.: Appeal from a decision of the Patent Office dis- 
missing appellant’s opposition to the registration by the appellee, as 
a trade-mark for powdered lye, of a picture representing part of a 
shed in which is hanging a slaughtered hog, and adjoining which is 
an open pig-sty containing three live hogs. In front of this sty are 
two men, one of whom is about to empty the contents of a bucket into 
a feeding-trough. In its application for registration, executed July 


18, 1915, appellee alleges use of the mark since March 1, 1915. 

In its notice of opposition appellant alleges the adoption and 
use in June, 1900, (fifteen years prior to appellee’s adoption and 
use,) as a trade-mark for lye and powdered lye of a representation 
of a live hog. It is further alleged that appellant has continuously 
used this mark since its date of adoption— 


and has sold a very large number of packages of lye so marked; 
that, by reason of such extensive use 


the mark has become widely known in the trade, and is widely recognized 
as indicating that powdered lye so marked is the product of— 
appellant. 

Appellee interposed a motion to dismiss the notice of opposition, 
but this was overruled by the Examiner of Interferences, who di- 
rected attention to the rule that such motions are not granted— 


unless the likelihood of confusion is so clearly absent that applicant’s right 
to register is free from doubt. 
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Appellee failing to take testimony within the time allowed, the 
Examiner sustained the notice of opposition. On appeal the Assistant 
Commissioner reversed this ruling, being influenced by the fact that 
there had been a number of registrations of similar marks for use 
on hog remedies. 

The Assistant Commissioner apparently overlooked the fact that 
appellant’s alleged use of the mark as shown by the averments of 
its notice of opposition and its registrations, was on lye and pow- 
dered lye, and not on a hog remedy. It may be that powdered lye is 
capable of use as a hog remedy, but that would not prevent appellant 
from using the pictorial representation of a hog in advertising and 
selling it, since such a representation is not descriptive of lye or the 
character or quality thereof. 

We fully agree with the Examiner of Interferences that these 
marks are deceptively similar, within the meaning of the Trade- 
Mark Act. (Carmel Wine Co. v. California Winery, 38 App. D. C. 
1; In re E. C. Atkins & Co., 41 App. D. C. 238; Fishbeck Soap Co. 
v. Cleano Mfg. Co., 44 App. D. C. 6; Royal Tailor v. J. M. Robin 
son, N. & Co., 45 App. D. C. 14.) Appellant’s lye, having been 
on market for fifteen years, would be likely to be known to the pur- 
chasing public as the hog brand of lye. Being engaged in the sale 
of the same article, namely, powdered lye, and in the neighboring 
territory, (appellant being located in St. Louis, Missouri, and ap- 
pellee in Toledo, Ohio,) appellee of course knew all this. And yet 
it deliberately incorporated, as the predominating feature of its 
mark, the mark of appellant. We are clearly of opinion that the 
opposition should have been sustained. 

The decision is reversed. 


SCHIERLING V. SCHULZE BAKING COMPANY 


ScHIERLING v. ScHuLzE Bakina CoMPpANY 
(240 O. G. 642) 


District of Columbia Court of Appeals 
February 5, 1917 


TraDE-MarKs—REGISTRATION—ABSENCE OF Exctusive RIGHT. 
An applicant who has parted with the right to use his mark, ex- 


cept in a restricted territory, has no claim to registration based on a 
statement of exclusive use. 
TrapE-Marks—INTERFERENCE—REGIsSTRATION ReFusED— AppeAL— For- 
FEITURE OF STANDING. 
Where, in a trade-mark interference, both parties are refused 
registration and only one appeals, the other has no further standing 
in the case, or any right to be heard on the appeal of the former. 


On appeal from a decision of the Commissioner of Patents. 
Affirmed. 


For the Commissioner’s decision, see 6 T. M. Rep. 287. 


E. T. Fenwick and L. L. Morrill, for the appellant. 
R. F. Stewart, for the appellee. 


Ross, Judge: Appeal from a decision of the Patent Office in a 
trade-mark interference proceedings involving two applications for 
registration, one by the Schulze Baking Company of the words 
“Butter-Krust” and the other by Schierling of the word “Krust.” 
There is no dispute as to the similarity of the marks or the identity 
of the goods in connection with which they are used. 

The Assistant Commissioner rejected the applications of both 
parties, that of Schierling on the ground that he had parted with 
his right to use the mark except in a limited territory, and that of 
the Schulze Baking Company because of a failure to show priority 
of adoption and use. From this decision Schierling alone appealed, 
but the Schulze Baking Company filed a brief in this court and was 
permitted to state its contentions. 


Clearly the Schulze Company has no standing here. Under 
the Trade-Mark Act the Commissioner may “refuse to register both 
of the interfering marks,’ and in the Herbst case (141 O. G. 286, 
287; 82 App. D. C. 465) we said: 
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“It will thus be seen that in a trade-mark interference proceeding the 
issue which the Commissioner is called upon to determine is not merely one 
of priority, as in a patent interference proceeding, but involves any 
question that might be raised in an ex parte case.” 










In the present case it was held that the Schulze Company’s 
date of adoption and use was subsequent to that of Schierling, and 
both applications were rejected. Clearly, had the Schulze Com- 
pany desired a review of the ruling as to it, an appeal should have 
been taken, for by that ruling it was eliminated from the case. In 
other words, all that is involved here is the decision refusing regis- 
tration to Schierling. 

This being so, the Schulze Company has no right to be heard, 
“having shown no interest that is not common to the general public.” 
(Hump Hairpin Co. v. De Long Hook & Eye Co., 190 O. G. 1032; 
39 App. D. C. 484, 490). It there was held that the Commissioner 
of Patents represents the public interests in trade-mark applica- 
tions, as in applications for patents. Since the present interference 
involves a technical mark and the Schulze Company has been elimi- 
nated by a decision from which it has taken no appeal it has no 
more interest in preventing the registration to Schierling than any 
other member of the public, and hence has no standing here. 

Coming to the decision as to Schierling, we are satisfied that 
the evidence warrants the ruling of the Patent Office that he has 
parted with his right to use the mark except in a limited territory, 
and hence that he is not entitled to a registration based upon a 
finding of exclusive use. 

























The decision is affirmed. 
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